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October 12, 2020 

VIA ECF 

Hon. Michael A. Hammer, U.S.M.J. 
U.S. District Court for the District of New Jersey 
Martin Luther King, Jr. Federal Building & U.S. Courthouse 
50 Walnut Street 
Newark, New Jersey 07101 

Merck & Co., Inc. et al. v. Merck KGaA, Civil Action No. 16-0266 (ES) (MAH) 

Dear Judge Hammer: 

This firm, along with Debevoise & Plimpton LLP, represents Defendant Merck KGaA 
(“Defendant”) in the above-referenced matter.  We submit this letter jointly with 
McCarter & English LLP and Sidley Austin LLP, counsel for Plaintiffs Merck & Co., Inc. 
and Merck Sharp & Dohme Corp. (“Plaintiffs”).   
 
Following the parties’ October 5, 2020 conference with the Court, the parties have 
conferred and have agreed to participate in a settlement conference with Your Honor.  
Both parties and their counsel are available for an all-day settlement conference on  
November 16, November 18, or November 30 subject to the Court’s availability.  If those 
dates are not convenient for the Court, we would be happy to explore other potential 
dates.  Because Defendant will be participating from Germany, Defendant respectfully 
requests that the conference begin at 9 am EST (which is 3 pm in Germany).  Defendant 
will be available to participate all day. 
 
In connection with the settlement conference, a dispute has arisen between the parties 
with respect to the attendees at the settlement conference.  The parties have met and 
conferred in good faith on this issue, but have been unable to reach a resolution.  The 
parties have outlined their positions on attendance below. 
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Defendant’s Position 
 
For nearly a year, this matter has been stayed to give the parties the opportunity to 
negotiate a global resolution of all the cases between the parties, which includes this 
matter as well as parallel litigations in China, Germany, Hong Kong, India, Mexico, 
Singapore, and Switzerland (the litigations between the parties in the United Kingdom and 
France were resolved by the courts in those countries, and the litigation between the 
parties in Australia has recently been settled).  As the parties have reported to Your 
Honor, those negotiations were led by the parties’ global general counsels – Ms. Jennifer 
Zachary for Plaintiffs and Dr. Friederike Rotsch for Defendant.  
 
Recent discussions constitute the latest chapter in a series of negotiations which started in 
2013 after the filing of the first lawsuits in Europe and have always been led by the 
companies’ global general counsels  and involved their CEOs or other executive board 
members.  Unfortunately, despite the parties’ best efforts, they were unable to achieve a 
global resolution.  That is why the parties have now refocused their attention on whether 
disputes in each country can be resolved individually. 
 
The issues in the United States case – the one case globally where Merck & Co. is the 
plaintiff and Merck KGaA is the defendant – are complex.  They cover wide ranging 
issues related to Defendant’s use of its company name in the United States (which 
Defendant maintains is permitted by the parties’ coexistence agreement), as well as 
allegations of false advertising and cybersquatting.  Plaintiffs also complained about 
various historical usages of the MERCK name on the Internet, at conferences and 
elsewhere that were accessible in the United States but have since been addressed and 
discontinued.  Plaintiffs seek damages for the historical usages about which they complain 
and injunctive relief. 
 
If these discussions are to be productive, Defendant believes that they require the 
participation of executives at the highest levels of the companies, who have flexibility to 
truly explore a range of different options and authority to settle.  For that reason, 
Defendant has agreed that Dr. Rotsch will participate in the settlement conference if Ms. 
Zachary also will participate.  Given that these global general counsels led all the 
settlement negotiations over the past year, we believe it appropriate that they lead the 
continued discussions.  Moreover, given the nature of the issues that will need to be 
discussed and resolved, we do not believe the settlement conference can be effective 
without their participation. 
 
We understand that Plaintiffs have offered instead to have William Krovatin, an assistant 
general counsel at Merck & Co., participate on behalf of Plaintiffs.  Mr. Krovatin has had 
numerous discussions over the years with Jonas Kölle, General Counsel Trademarks, of 
Merck KGaA.  Although Messrs Kölle and Krovatin are knowledgeable about these 
proceedings and the trademark law issues, we think that the settlement conference is 
unlikely to be productive without the participation of the global general counsels, given 
their positions in the senior executive leadership of the respective companies.  Although 
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Mr. Krovatin was involved in the Australian settlement, that settlement procedure was 
very different:  there was no mediation, but rather a written settlement offer from Merck 
& Co. to Merck KGaA, providing Merck KGaA two weeks to respond.  Letters were 
exchanged back and forth, with some conversations between Mr. Krovatin and Mr. Kölle, 
behind which Dr. Rotsch (and we assume Merck & Co executives) were intimately 
involved.  Based on past experience, Merck KGaA does not believe that Mr. Krovatin will 
have true flexibility to explore new settlement options on the day of mediation beyond 
what he may have already discussed with Ms. Zachary or other executives at Merck & Co 
prior to the mediation day.  
 
The participation of executives at the level of the global general counsels is particularly 
crucial because the harder issues to be addressed are non-monetary and will involve 
discussion and qualitative assessment of proposed creative solutions to nuanced areas of 
dispute.  This is not a situation in which a lower level representative can be sent to a 
settlement conference with authority to settle up to a certain pre-specified dollar amount.  
Rather, the parties’ respective representatives must be empowered to develop and suggest 
creative solutions to important non-monetary issues and to evaluate and agree upon such 
proposals. Realistically, representatives below the level of Ms. Zachary and Dr. Rotsch 
will not be so empowered. 
 
Defendant has met and conferred with Plaintiffs, but Plaintiffs have refused to agree that 
Ms. Zachary will participate.  They have also refused to inform us of whether Ms. 
Zachary is available on the dates to which the parties have agreed.  Under these 
circumstances, Defendant has concerns that Plaintiffs are not taking this process seriously, 
and intend to simply reject all proposals.  For these discussions to be effective, Defendant 
believes that the global general counsels must participate.   
 
Courts have consistently recognized that district courts have the authority to require 
attendance by certain representatives at settlement conferences, including attendance by 
representatives with full settlement authority. See Pinero v. Corp. Courts At Miami Lakes, 
389 F. App’x 886, 888–89 (11th Cir. 2010) (“district courts have the inherent authority to 
order any party ... retaining full settlement authority ... to produce an individual at the 
pretrial conference substantially prepared to discuss settlement options” (internal citation 
and quotation marks omitted);  Universal Cooperatives, Inc. v. Tribal Co-op. Mktg. Dev. 
Fed'n of India, Ltd., 45 F.3d 1194, 1196 (8th Cir. 1995) (“Moreover, we note that the 
authority of a magistrate to require that duly empowered corporate officers attend a 
settlement conference is well settled.”); G. Heileman Brewing Co. v. Joseph Oat Corp., 
871 F.2d 648, 653 (7th Cir. 1989) (finding court had authority to require corporate officer 
with authority to settle to attend conference); Nationwide Prop. &, Cas. Ins. Co. v. 
Shiomos, No. CV 08-2727, 2010 WL 11707397, at *2 (E.D. Pa. Jan. 15, 2010) (noting 
requirement that lead counsel and parties with full settlement authority attend conference); 
Wilson v. Smith & Nephew, Inc., No. 3-12-CV-1063-B, 2013 WL 1875949, at *1,  *4 
(N.D. Tex. Apr. 10, 2013), report and recommendation adopted, No. 3:12-CV-1063-B, 
2013 WL 1880770 (N.D. Tex. May 6, 2013) (order requiring executive person other than 
in-house counsel attend mediation, and noting “[m]eaningful negotiations cannot occur if 
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the only person with authority to actually change their mind and negotiate is not 
present.”).  
 
Defendants respectfully request that the Court order Ms. Zachary to provide dates she is 
available and attend the parties’ upcoming mediation.  
 
Plaintiffs’ Position 

Plaintiffs have determined that the single best person to lead their negotiating team is Mr. 
William Krovatin.  Mr. Krovatin is a Senior Vice President and Assistant General Counsel 
for Merck Sharp & Dohme Corp.  In that position, he oversees the company’s intellectual 
property litigation on a global basis.  Among other responsibilities, he has supervised the 
litigations involving these parties, including this litigation, from their commencement, and 
thus has detailed knowledge of the parties’ name dispute.  For that reason, he has 
spearheaded the parties’ past settlement discussions, and most recently led the negotiating 
team that settled the parties’ litigation in Australia.  Plaintiffs’ global general counsel, 
Jennifer Zachary, designated Mr. Krovatin to lead Plaintiffs’ mediation team precisely 
because of his deep experience in these and other significant litigation matters for the 
company.  Defendant’s attempt to override Plaintiffs’ judgment and compel Ms. 
Zachary’s personal appearance at the mediation is deeply misguided, and should be 
rejected by this Court.      

Defendant cites no precedent for a court-ordered attendance by a general counsel under 
these circumstances.  Rather, Defendant’s cited cases that involved corporate parties do 
not support the order Defendant seeks because those cases concerned the presence of a 
corporate representative with full settlement discretion or authority—not orders 
compelling the presence of a specific individual, much less the general counsel.  To the 
extent those cases suggest someone with settlement authority attend, Mr. Krovatin 
satisfies that point because he has the necessary settlement authority for this mediation.  
Indeed, Defendant does not even claim – it could not do so credibly – that it is typical for 
the general counsel of a Fortune 100 company to personally attend a mediation, even of a 
significant litigation.      

Defendant also does not offer any persuasive factual basis for the extraordinary order that 
it seeks.  Defendant appears to posit two reasons why Ms. Zachary should be compelled to 
appear.  First, it contends that “the settlement conference is unlikely to be productive 
without the participation of the global general counsels, given their positions in the senior 
executive leadership of the respective companies.”  That contention is belied by the fact 
that Mr. Krovatin recently settled the Australia litigation (which involved a non-monetary 
resolution) with assistance from outside counsel.1  Even Defendant admits that 

 
1 Defendant suggests that the “harder issues to be addressed are non-monetary” but given that Defendant has 
not proposed any settlement framework, this suggestion is mere conjecture at this point.  In any event, as 
noted, the recent settlement Mr. Krovatin achieved in the Australia litigation involved a non-monetary 
resolution, further undermining Defendant’s claim that non-monetary issues necessitate personal attendance 
of the parties’ general counsels.   
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Defendant’s trademark counsel Mr. Kölle has been the person most deeply involved in 
these discussions with Mr. Krovatin and indicates that Defendant’s general counsel Dr. 
Rotsch will participate “if Ms. Zachary also will participate”.  That not only confirms that 
Mr. Krovatin is the correct representative for Plaintiffs at this conference, but effectively 
admits that any attendance by Defendant’s own general counsel is not necessary.  
Moreover, that Ms. Zachary has had some direct involvement in the global settlement 
discussions is hardly reason that she should be compelled to attend this mediation.  Such a 
standard would discourage high-ranking corporate executives from participating in 
informal settlement discussions to avoid being compelled to attend any subsequent court-
ordered ADR efforts.  No one would benefit from that.  And because the parties have 
ended the global settlement discussions that Ms. Zachary participated in, Mr. Krovatin is 
best positioned to handle the individual case discussions, just like he did successfully in 
the Australia case. 

Second, Defendant suggests, based on Plaintiffs’ decision to have Mr. Krovatin lead their 
mediation team, that it “has concerns that Plaintiffs are not taking this process seriously, 
and intend to simply reject all proposals.”  Defendant has no basis to cast such aspersions, 
and Plaintiffs hope Defendant will not bring unproductive accusations of this kind to the 
bargaining table.  Plaintiffs, for their part, will approach this mediation seriously, and will 
endeavor in good faith to resolve this dispute.  They will be well led in that effort by Mr. 
Krovatin—the same person who, as Defendant concedes, has been had the deepest direct 
involvement for Plaintiffs in settlement discussions over the years.  Mr. Krovatin will 
have necessary settlement authority for the mediation and if he determines that input or 
participation from Ms. Zachary will be helpful, he will of course be able to reach her.  

 
Respectfully submitted, 
 
/s/ Stephen M. Orlofsky 
 
STEPHEN M. ORLOFSKY 

 
cc: All counsel of record (via ECF) 
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