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May 4, 2017  

  

VIA ECF  

Hon. Michael A. Hammer, U.S.M.J. 

U.S. District Court for the District of New Jersey 

Martin Luther King, Jr. Federal Building & U.S. Courthouse 

50 Walnut Street 

Newark, NJ 07101 

 

RE: Merck & Co., Inc., et al. v. Merck KGaA, 

 Civil Action No. 16-0266 (ES) (MAH) 

 

Dear Judge Hammer, 

 

 This firm, along with Sidley Austin LLP, represents Plaintiffs Merck & Co., 

Inc. and Merck Sharp & Dohme Corp. (“Plaintiffs”) in the above-referenced matter.  

We submit this letter jointly with Blank Rome LLP and Debevoise & Plimpton LLP, 

counsel for Defendant Merck KGaA, Darmstadt, Germany (“Defendant”).  The 

parties submit this joint status letter prior to the status conference scheduled for May 

8 at 11:00 a.m.  

STATUS 

 Pursuant to the Scheduling Order, the parties must complete document 

production by July 31, 2017.  The parties have propounded document requests and 

interrogatories and have served responses and objections.  The parties have not yet 

begun the production of documents.  

The parties have written several letters and engaged in multiple telephonic 

meetings in an attempt to resolve various disputes over the scope of their productions 

and written responses.  These efforts have been largely successful but, unfortunately, 

some disputes remain with regard to Defendant’s responses to Plaintiffs’ requests.  

There is one such dispute regarding Plaintiffs’ Interrogatory Nos. 1 and 3 for which 

the parties request judicial resolution.  

In an effort to resolve this dispute, the parties have exchanged several pieces 

of correspondence that have addressed the scope of Defendant’s response to the 

related discovery requests, and the parties have discussed the issue by phone on three 

occasions.  But despite a concerted effort, the parties have reached an impasse. 
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DISCOVERY DISPUTE THE PARTIES WOULD LIKE TO DISCUSS 

I. Plaintiffs’ Position 

This case is about Defendant’s use of the “Merck” name to promote itself and 

its products in the U.S., in violation of Plaintiffs’ trademark rights and the parties’ 

agreement.  Plaintiffs have propounded two interrogatories asking Defendant to 

create a list of website addresses where it has used the term “Merck” in a way that 

was accessible in the U.S.  Some of Defendant’s websites fitting this description 

have a web address that ends with a “top-level domain” associated with a place 

outside the U.S., such as “.au” for Australia.  Defendant refuses to identify such 

websites—despite that they are accessible in the U.S.—based on nothing more than 

Defendant’s assertion that those sites do not “target” American consumers.    

The two discovery requests directly at issue in this dispute are Plaintiffs’ 

Interrogatory Nos. 1 and 3.  In Interrogatory No. 1, Plaintiffs’ requested, among 

other things, a list of webpages where Defendant has used the term “Merck” and that 

have at any point been accessible to users with a U.S. IP address:   

 

In response, Defendant directed Plaintiffs to its document production, which 

Defendant represented would include a list of websites “intended to be accessed” in 

the U.S.:  
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In Interrogatory No. 3, Plaintiffs requested, among other things, a list of domain 

names containing the word “Merck” that Defendant has ever registered or applied to 

register:   
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In response, Defendant represented that it has not registered any such domains that 

are “intended for use” in the U.S.: 

 

In subsequent meet-and-confer correspondence, in order to reduce any burden on 

Defendant in responding to these requests, Plaintiffs agreed to exclude websites that 

were only available before 2006 and suggested that Defendant also exclude websites 

written entirely in a language other than English, while reserving the right to seek 

such discovery later.  Defendant agreed, but stated that it would also exclude web 

addresses with a non-U.S. top-level domain.
1
 

The sole basis that Defendant provided for refusing to identify such websites 

is that they are not “intended” to be used in the U.S.  But, for at least two reasons, 

Defendant’s claimed intentions regarding the target audience for these sites are 

irrelevant to whether those sites are subject to discovery.  First, as Plaintiffs have 

explained to Defendant, scienter is not an element of a breach of contract or 

trademark infringement claim.  As a result, Defendant’s unauthorized use of 

“Merck” in a way that can be seen in the U.S. is relevant regardless of whether that 

                                                 
1
 The resolution of the parties’ dispute on this issue may also impact the scope of Defendant’s 

responses to other discovery requests, including Plaintiffs’ Requests for Production Nos. 1 and 6.  

That is because those requests seek additional documents and information related to the websites 

identified in response to Interrogatory No. 1, including historical printouts of relevant Defendant 

webpages as well the volume of the U.S. visitors to those sites.  
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was Defendant’s intent.  At most, Defendant’s intentions bear on the weight of such 

evidence, not its discoverability.  Second, to the extent Defendant’s state of mind is 

at issue in this case, Plaintiffs are not required to accept Defendant’s representations 

but is entitled to test them through discovery.   

To help illustrate the parties’ dispute, we submit, as an example, one 

Defendant website that it refuses to include in its responses:  

http://merckserono.fertilityportal.com.au/home.html.  Although this site is accessible 

in the U.S. and uses “Merck” to promote Plaintiffs’ line of fertility products, 

Defendant claims that it is irrelevant to this case based on its assertion that the site is 

targeted at Australians, as supposedly demonstrated by the “.au” suffix.   

It is easy to see the confusion and resulting damage that a website like this 

can cause in the U.S., regardless of its target audience.  For instance, an American 

consumer looking for fertility treatments who knows and trusts the “Merck” name 

may type “merck fertility” into her Google search bar, and have this site appear in 

her search results (like all the most commonly used search engines, Google includes 

sites with non-U.S. top-level domains in the results of U.S. users):   

 

Seeking additional information about her condition, this American can then click on 

the “Patient Information Booklets” link, where she would find pamphlets explaining 

various fertility issues and treatment strategies, all purportedly brought to her on 

behalf of “Merck”:   
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Most of these pamphlets identify a “follicle stimulating hormone” as a potential 

treatment option.  The consumer can also learn from the “Prescription Medicines:  

How to Use” page that Defendant sells a “follicle stimulating hormone” called 

“GONAL-f,” a prescription drug with hundreds of millions of dollars in annual sales 

in the U.S.:   

 

Based on the mistaken impression that Defendant is associated with Plaintiffs, this 

American consumer may ask her doctor about GONAL-f, rather than, for example, 

Plaintiffs’ competing product, Follistim.  As a result, not only would Defendant have 

profited from the consumer confusion caused by its website, it would have directly 

harmed Plaintiffs’ U.S. sales.  Defendant’s assertion that it did not “intend” this 

result does not in any way shield this or any similar website from discovery.   
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Below, Defendant claims that this scenario is “speculative at best,” while at 

the same time admitting that dozens of Americans have in fact visited this site in 

recent years.  Defendant also implies that Plaintiffs and its lawyers are responsible 

for the recent uptick in visitors from the U.S.  The far more reasonable explanation is 

Defendant’s refocused effort on becoming a major player in the American 

pharmaceutical market.   

 

Defendant also contends that the American consumers who visited the site 

were not confused because they all would have readily discerned that this site is 

targeted at Australians, based on the “.au” suffix in the domain name and the 

Australian contact information in the header and footer.  But even if one were to 

assume that every American visitor to the site immediately noticed this, there is no 

reason to think that that would dissuade him or her from looking at the site.  

Information about fertility issues is just as relevant to an American consumer as an 

Australian one, and the site promotes multiple products for which Defendant has 

millions of dollars in U.S. sales.   

 

With all of these arguments Defendant is essentially asking the Court to 

decide, at the discovery stage, that this website is unlikely to cause confusion among 

American consumers, without the benefit of expert testimony and before Plaintiffs 

have received a single page of responsive documents.  Indeed, Defendant is not just 

asking the Court to determine that this website does not cause confusion in the U.S., 

it is asking the Court to determine categorically that every website with a non-U.S. 

top-level domain does not cause confusion in the U.S.—based on nothing more than 

the last few letters in its web address.  The likelihood of consumer confusion is a 

determination for the Court or the jury and, to make that determination, the fact-

finder will need to know, at the very least, what the website at issue says.  The fact-

specific nature of the parties’ disagreement about this website in particular—which 

turns on the details of this site, not merely its top-level domain—only underscores 

the need for Defendant to at least identify the other English-language websites with 

non-U.S. top-level domains that are accessible in the U.S. so that Plaintiffs can 

assess whether further discovery into those sites is necessary. 

Finally, Defendant points out that, in the U.K. proceeding, the parties 

disagreed about whether the use of the “Merck” trademark could constitute 

infringement in the U.K. if the use did not target U.K. consumers for the sale of a 

product.  In that proceeding, Plaintiffs argued that, under U.K. and E.U. law, a 

website must make use of a sign in the course of trade in the relevant jurisdiction, in 

support of which Plaintiffs cited relevant U.K. case law.  Outline of Argument for 

the Defendants (Appellants) in Appeal 2016/1428, Merck KGaA v. Merck Sharp & 

Dohme Corp. et al. ¶¶ 51-61 (Court of Appeal (Civil Division) Jan. 23, 2017).  

Defendant, in contrast, argued that simply “attracting the interest of the public in the 

United Kingdom may constitute such evidence of targeting,” a proposition for which 

Defendant relied on a decision of the Court of Justice of the European 
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Union.  Skeleton Argument on behalf of the Claimant (Respondent in Appeal 

2016/1428), Merck KGaA v. Merck Sharp & Dohme Corp. et al. ¶ 132 (Court of 

Appeal (Civil Division) Feb. 13, 2017) (quotation and citation omitted).  Ultimately, 

the parties’ dispute about the elements of U.K. and E.U. trademark law has no 

bearing on whether Plaintiffs are entitled to discovery under U.S. law.     

 

In the U.S., a party is entitled to any discovery that is relevant to its claims 

and proportional to the needs of the case.  As to the relevance of these websites, they 

contain unauthorized uses of “Merck” and are accessible in the U.S.  On that basis 

alone, they are potentially highly probative of Plaintiffs’ claims of infringement and 

breach and cannot be dismissed as irrelevant purely on the basis of their top-level 

domain.   

 

As to the burden, these interrogatories merely seek a list of web addresses, 

which the Defendant is in the best position to efficiently generate.  Once the parties 

have this list, they can meet and confer further, as they have agreed to do, regarding 

what additional discovery is appropriate, taking into account various factors such as 

the content of the sites and the volume of their U.S. visitors.  But any burden 

involved in first compiling this list is greatly outweighed by the potential 

significance to this proceeding of websites promoting the Defendant and its products 

to American consumers using the “Merck” name.   

 

Defendant proposes that the Court defer a decision on this issue while 

Defendant produces a list of web addresses without non-U.S. top-level domains.  

According to Defendant, this list would somehow assist Plaintiffs in assessing 

whether they still need to know about websites with non-U.S. top-level domains.  

Defendant’s proposed list would reveal nothing about those websites and would 

therefore shed no light on the issues at stake in this discovery dispute.  This approach 

would therefore only delay discovery—a prospect that is particularly concerning 

given the impending deadline for the completion of document production.  Plaintiffs 

therefore respectfully request that this issue not be deferred any longer.   

 

II. Defendant’s Response 

 As the Court is aware, Defendant is a large, global corporation that is the 

owner of the trademark MERCK in every jurisdiction other than the United States 

and Canada, covering more than 190 countries worldwide.  The parties are currently 

embroiled in several litigations across the globe over these trademark rights.  The 

claims at issue here are confined solely to Defendant’s alleged activities within the 

United States; the parties’ respective rights in other countries are presently being 

litigated in the UK, France, Germany, Switzerland, India and Mexico.  Plaintiffs’ 

Interrogatory Nos. 1 and 3, as well as the corresponding document requests, seek 

information and documents about Defendant’s foreign activities that go well beyond 
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the scope of the United States-based claims.  Such requests are improper and should 

be denied.   

 

 Important background in addressing these requests is to understand the global 

nature of the Internet and the global domain name system.  To make a website 

available on the Internet, the publisher needs to assign a unique domain name to that 

website so that visitors can identify and access the website (e.g., 

www.merckgroup.com).  That domain name can be in a generic top level domain 

(“gTLD”, such as .com, .net, .org, .biz and .info) or in a country code top level 

domain (“ccTLD”, such as .us, .fr, .uk, and .de).  Generally, once a domain name is 

available on the Internet, it can be accessed from anywhere in the world. 

  

 Defendant has used a technology known as geotargeting to restrict access to 

certain of its websites to Internet users based in the United States.  With respect to 

those of its websites that are intended for global use (such as its main 

merckgroup.com website), Defendant uses geotargeting to assess whether an Internet 

visitor is coming from the United States (based on that visitor’s IP address) and, if 

so, will block access to the websites or automatically redirect that visitor to a website 

that Defendant has created for U.S. visitors.  Thus, for example, U.S. visitors who 

enter merckgroup.com into their browsers will automatically be directed to the 

website at the domain name emdgroup.com.
2
  If, though, a website is specifically 

published for use by consumers in particular countries (for example, websites using 

.au domain names are meant for consumers in Australia), then geotargeting is 

unnecessary because those websites are not promoted to U.S. consumers, U.S. 

consumers are not expected to visit such websites, and Defendant is not using those 

websites to promote its products to U.S. consumers. 

 

  As can be seen from the screenshots above, Plaintiffs’ Interrogatory Nos. 1 

and 3 seek lists of every domain name Defendant has ever possessed that may have 

been accessible from the United States.
3
  Defendant legitimately operates under the 

Merck trademark in more than 190 countries and through numerous subsidiaries.  It 

                                                 
2
 For certain domain names, rather than geotargeting, a visitor to a website will be directed to input 

their country of residence before being sent to the correct page. 

 
3
 In addition to requesting a list of thousands of domain names, Plaintiffs also made numerous 

document requests relating to each and every one of the domain names that it requested as well as 

requests that seek documents about Defendant’s activities outside the United States, including 

printouts of every single website (RFP No. 2), the number of visitors to each website (RFP No. 6), 

documents relating to geo-targeting for each website (RFP No. 7), and the identification of all 

consultants who developed each website (RFP No. 51).  Defendant has objected to these requests on 

the grounds that they are unduly burdensome and overly broad, among other objections.  Although the 

parties are continuing to meet and confer with respect to these objections to the extent they relate to 

the hundreds of domain names that Defendant has offered to produce, these issues would be far more 

complex – and the requested production extraordinarily burdensome – if they were to relate to many 

thousands of domain names that are managed by numerous of Defendant’s subsidiaries located in 

numerous countries around the world. 
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and its subsidiaries have registered many thousands of domain names, and continue 

to do so on a weekly basis.  The vast majority of these domain names are for 

websites that contain information about Defendant’s products that is tailored for 

consumers in particular countries outside the United States. 

 

Of course, Defendant also has websites that are global in nature (which 

means that they are intended for viewing around the world, including in the United 

States), and has many websites that are specifically designed for use by consumers in 

the United States.  Defendant recognizes that Plaintiffs are entitled to discovery 

about these websites, which is why Defendant has agreed to produce a list of the 

hundreds of domain names that fall into this category.  That list also includes 

historical domain names that may have been in use in the past, going back more than 

a decade, to 2006.
4
 

But Defendant does not believe that Plaintiffs are entitled to discovery, in this 

U.S. litigation that concerns only alleged U.S. trademark violations, relating to 

websites that have no connections with the United States.  That is why Defendant has 

objected to these interrogatories to the extent they seek discovery relating to 

Defendant’s many thousands of websites that have no U.S. connection.  Forcing 

Defendant to produce discovery materials related to these thousands of websites 

would not only be irrelevant (because these foreign websites have no bearing on the 

claims in this case), but also, it would be unduly burdensome, overly broad and 

disproportionate to the needs of the case, and any possible probative value would be 

far outweighed by the burden of producing this information. 

The list Defendant has offered to provide will include hundreds of domain 

names.  The only domain names that it will not include fall into four specific 

categories:   

 domains that are not in use and do not resolve to any websites; 

 domains that merely redirect users to a different domain name 

(e.g., merckchemicals.com merely redirects visitors to 

emdmillipore.com); 

 domains that resolve to websites in a language other than 

English;  

 domains that contain a non-U.S. ccTLD (such as .fr, .de, .uk or 

.au). 

These categories of domains have no probative value to the United States litigation.   

 

                                                 
4
  For the avoidance of doubt, Defendant in no way concedes that each of these domain names is 

relevant to the litigation, but nevertheless agreed to provide the information in the spirit of 

cooperation and in an attempt to resolve this dispute without judicial intervention.   
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 Domain names that lead to a blank webpage or an error page have no content 

that could possibly support or defend against the claims at issue in this case.  

Similarly, domain names that merely redirect to another domain name contain 

content that is purely duplicative of other webpages, i.e., unless subject to one of the 

other restrictions, the list produced to Plaintiffs will include the domain name 

actually hosting the content.  Further, Plaintiffs agree that domain names directing to 

non-English websites do not need to be produced.   

 

 Domains that contain non-U.S. ccTLDs – such as .fr, .au, .de or .uk – are also 

irrelevant because they are not directed at or targeted to United States consumers.  

For example, these websites do not discuss which drugs are accessible in the U.S. 

and do not provide any contact information for any company in the U.S.  Rather, 

these are websites in foreign countries where it is undisputed that Defendant has the 

legitimate right to use the term “Merck.”  As the domain names make clear on their 

face, with designations such as .fr, .au, .de and .uk, the corresponding websites are 

directed to consumers in foreign countries – any traffic from the United States would 

be incidental and de minimis.
5
 Disclosure of these websites would serve no purpose 

but to further bog down the already voluminous and complex discovery in this 

litigation.  

Plaintiffs’ Australian website example highlights this point.  First, access 

from the United States has been extremely limited.  Plaintiffs’ contention that United 

States Internet users are likely to be misled into entering the Australian website 

through common Internet searches is speculative at best.  When the website is 

located in a Google search, the “.au” designation is prominently visible directly from 

the search list.   Defendant’s internal data corroborates this conclusion.  For example, 

in 2015, the year before the litigation, only 11 visitors from the United States 

accessed this website.  Since then, the number of visitors to this website has 

increased to about 40-50 per year, but some of that without a doubt reflects visits 

from Plaintiffs and its lawyers, who obviously visited the website in order to capture 

the screen shots in their letter and may have visited at other times in connection with 

their work on this case.  In contrast, at least 149,570 visitors from the United States 

accessed https://fertilitylifelines.com., one of Defendant’s main fertility pages 

directed at the United States, in 2015, and 258,860 in 2016. 

Second, even if United States consumers did locate and click on the 

Australian webpage, the content of each page of the website contains headers and 

footers clearly indicating that this is an Australian webpage: 

 

                                                 
5
 Contrary to Plaintiffs’ contentions, Defendant is not attempting to create a scienter requirement as a 

basis for relevant discovery.  The basis of Defendant’s objection has nothing to do with state of mind.  

Defendant’s objection is that a foreign website that is directed at a foreign audience has no relevancy 

to a lawsuit that is solely about Defendant’s alleged misconduct in the United States.   
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In addition, every page of the website contains the following prominent disclaimer:  

“Important notice: This information is provided by Merck Serono Pty Ltd. It is 

provided solely to promote the dissemination of medical information. The 

information provided here should not replace any information or advice provided by 

a medical practitioner or other members of your healthcare team. If you have any 

questions, please contact your doctor. Merck Serono Australia Pty. Ltd. Unit 3-4, 25 

Frenchs Forest Road East, Frenchs Forest NSW 2086.” 

Similarly, the “Patient Information Booklets” referenced above by Plaintiffs make 

clear on the first page that they are targeted to Australia and New Zealand:  
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All of the “Support Organisations” [sic] listed in the booklets are also based in 

Australia and New Zealand.  For example, in the booklet on male infertility, the 

booklet lists the following organizations that can be contacted for support: 
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Moreover, when Plaintiffs click on the products shown in the “Consumer Medicine 

Information” link, they are directed to input the product’s batch number from the 

packaging before they can receive additional information:   
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The same happens when they click on the products on the “Prescription Medicines:  

How to Use” page referenced by Plaintiffs above: 
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Thus, an American consumer who happens to click on this Australian webpage is 

provided little to no information about “GONAL-f” or the other products, making it 

highly unlikely the consumer would then ask her doctor for the drug as Plaintiffs 

suggest.   

 

 Plaintiffs’ argument that this website (or others like it) is causing consumer 

confusion and resulting damage is therefore unfounded.    

 

Similarly, Plaintiffs’ contention that Defendant’s foreign websites are 

relevant simply because someone from the United States might at some point access 

that website would lead to absurd results.  Exercising jurisdiction over a website 

merely because it is accessible in the United States is tantamount to saying that any 

website anywhere in the world could be deemed infringing because Americans might 

have seen it.  

Furthermore, as noted above, Plaintiffs’ argument contradicts its own 

position taken in all the other litigations around the world.  For example, in the 

United Kingdom litigation, Plaintiffs argued on numerous occasions that their use of 

MERCK on their website merck.com did not breach the 1970 agreement or violate 

trademark law because any use of “Merck” on websites had to target or be directed at 

the UK:  “US Merck’s position was and remains that the sites and social media pages 

in question are US websites and social media pages targeted at US consumers.”  

Outline of Argument for the Defendants (Appellants) in Appeal 2016/1428, Merck 

KGaA v. Merck Sharp & Dohme Corp. et al. ¶ 12 (Court of Appeal (Civil Division) 

Jan. 23, 2017).  Plaintiffs went on to argue: 

it is well-established that, whilst websites are visible 

and may be accessed throughout the world, it does not 

follow that use of a trade mark in the course of trade 

can be shown to have taken place everywhere or even 

anywhere in the world by pointing to the presence of it 

on a website. 

Id. ¶ 51.  In that case, Plaintiffs further elaborated that “[i]t is clear that addressing a 

‘global audience’ does not itself amount to ‘targeting’ of consumers of goods and 

services in a particular territory.”  Id. ¶ 60.  This is flatly inconsistent with Plaintiffs’ 

argument now, and it would be grossly inequitable to allow Plaintiffs to have it both 

ways. 

Defendant has agreed to produce a list of hundreds of domain names, and 

Plaintiffs have not set forth any reasonable bases for why they need discovery into 

Defendant’s foreign websites that are irrelevant to this litigation.  Discovery in this 

case is already complex and voluminous.  Plaintiffs’ attempts to expand it to cover 

Defendant’s extraterritorial activities should be denied. 

At the minimum, Defendant believes that the appropriate next step is for 

Defendant to produce its list of the hundreds of domains names that it already has 
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offered to produce, and allow Plaintiffs to review that list to determine whether it 

provides ample information for Plaintiffs to pursue its claims of U.S. trademark 

infringement.   

Thank you for your consideration. 

 

Respectfully submitted, 

 

s/ John E. Flaherty 

 

John E. Flaherty 

 

cc: Counsel of Record (via email)  
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