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I. INTRODUCTION 

The limited issues for the forthcoming December 5-16, 2016 trial on a single patent 

should not be bifurcated, nor the order of presentation flipped, as Gilead now proposes.  

Bifurcation and trial presentation order are discretionary with the Court when the request is 

timely made.  Gilead could not have waited longer to propose such drastic and disruptive 

changes.  Its motion was filed after the Proposed Pretrial Order was filed and only days before 

trial.  Making matters worse, Gilead’s belated requests are in contravention of the Court’s 

Scheduling Order (which required the parties to propose bifurcation by July 26, 2016) and the 

parties’ long-held agreement that there would be no bifurcation and that Idenix (as plaintiff) 

would present its case first at trial.  For these reasons alone, Gilead’s motion should be denied.   

But there are plenty more reasons to deny Gilead’s late proposals.  Idenix would be 

extremely prejudiced, and the many witnesses who are planning to attend (all but one of whom is 

a third party) would be incredibly inconvenienced, by Gilead’s proposal to try its validity 

defenses first, with a first set of deliberations, after which the jury would hear and deliberate on 

Idenix’s issues.  Flipping the order and bifurcating would: 

 potentially render some witnesses unavailable, such as the lead inventor of 
the ’597 patent who is one of Idenix’s principal witnesses, and burden all 
other witnesses, all but one of whom are third parties and who have scheduled 
their time in light of the agreed trial order; 

 wreak havoc on Idenix’s trial preparations, which have relied on Gilead’s 
agreement to a single trial where the plaintiff goes first on the issues on which 
it carries the burden; and 

 impose a greater burden on the jury:  service on two trials with two 
deliberations; in the second trial, the parties would have to reorient the jury on 
evidence already admitted in the first, given that much evidence would be 
relevant to both; and there would be double the number of opening statements, 
closing arguments, jury instructions, etc.—thus raising the real prospect that 
trial would not conclude in the time allotted even though this is a narrow case. 

Gilead’s belated, prejudicial, and inefficient proposal should be denied. 
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II. BACKGROUND 

The Pending Case and Upcoming Trial.  On December 1, 2013, Idenix and Universita 

Degli Studi de Cagliari (collectively, “Idenix”) filed suit against Gilead for infringement of 

Idenix’s ’597 and ’054 patents.  (D.I. 1.)  To be clear, Idenix is the plaintiff in this action. 

At trial, only the ’597 patent will be at issue; to narrow the issues and in preparing the 

Proposed Pretrial Order, Idenix dropped the remaining asserted claims of the ’054 patent and 

also dropped several claims of the ’597 patent.  Only about a dozen claims are now at issue, with 

only a few independent claims.  In addition, Gilead concedes infringement.  (D.I. 452-454 

(Pretrial Order).)  As a result, a limited number of issues will be tried:  Gilead’s willful 

infringement, damages for Gilead’s infringement, and Gilead’s invalidity defenses. 

Gilead’s Consistent Position on a Single Trial in the Ordinary Order of Proof.  The 

Court raised the issue of bifurcating the trial more than two years ago, on August 1, 2014, and 

Gilead opposed bifurcation (and “phasing,” the term it adopts for its motion), consistently 

maintaining that position until days ago.  (D.I. 62 at 16:7-13.)  At that time, the parties disputed 

whether, and to what extent, this case and two other cases on Idenix’s ’600 patent, from a 

different patent family, should be consolidated.  (Id. at 15:15-19:9.)  (One of the ’600 patent 

cases requires a bench trial; the other a jury trial.)  Gilead maintained that the three cases should 

be consolidated in full, and that the bench trial on the ’600 patent should go before a single jury 

trial on the ’597, ’054, and ’600 patents.  (Id. (Gilead proposing “two trials,” the bench trial and 

a single jury trial).)  No one proposed splitting issues or claims for any patent or trial. 

The Court resolved the dispute by consolidating discovery and directing the parties to set 

aside two windows for trial (October 11-21, 2016, and December 5-16, 2016), but noted that it 

was not deciding “exactly what is going to be tried first or what the trials are going to look like.”  

(Id. at 21:10-15.)  Instead, it directed the parties to be prepared to address “those issues” at a date 
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to be specified by the parties.  (Id. at 20:23-21:3.)  Accordingly, as part of the Scheduling Order 

issued on August 8, 2014, the Court ordered the parties to address “the trial schedule for these 

cases, and any bifurcation of issues and/or claims,” at the July 26, 2016 hearing, which would 

allow time for the Court to rule on any such request and permit the parties to prepare for an 

October and/or December trial accordingly.  (D.I. 42 at ¶ 15.) 

In anticipation of the July hearing, the parties held a meet and confer, and Idenix raised 

the issue of potential bifurcation.  Counsel for Gilead stated that it did not desire bifurcation, and 

Idenix has relied on that statement in preparing for trial.  (McCrum Decl. at ¶ 2.)  In the parties’ 

joint letter before the July hearing, Gilead repeatedly stated that it sought “a single jury trial on 

all jury issues.”   (D.I. 361 (7/21/16 Joint Letter) at 3; see also id. at 3-4 (Gilead reiterating its 

request for “one jury trial” and “a single jury trial”).)  Gilead did so even while acknowledging 

that the “central issue” in the case was whether the patents were valid, not whether it infringed.  

(Id. at 3 & n.2.) 

At the July hearing, the Court canceled the October trial and informed the parties that, in 

the reserved December window, they would “at least try in front of a jury the ’054 and ’597 

patents.”  (D.I. 368 (7/26/16 Hr’g Tr.) at 133:14-135:3.)  Since then, if not earlier, the parties and 

witnesses have been preparing for that single trial conducted in the ordinary course, with Idenix 

first presenting on the issues on which it bears the burden of proof, and then Gilead presenting on 

the issues on which it bears the burden.  Before and after Idenix’s first draft of the Proposed 

Pretrial Order submitted on October 17, in Gilead’s response submitted on November 3, and in 

numerous meet and confers in that same period, Gilead never proposed bifurcation or 

modification of the normal order of presentation.  To the contrary, Gilead confirmed on 

November 3 that “[t]he parties have not requested a bifurcated trial.”  (McCrum Decl., Ex. A 
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(Gilead 11/3/16 Draft) at 19.)  Gilead likewise confirmed that “the order of the presentation of 

evidence will follow the burden of proof.”  (Id. at 7.)  Thus, with minor modifications regarding 

rebuttal presentations to which Idenix subsequently agreed, Gilead stated: 

 

 
 

(Id. at 7-8; McCrum Decl., Ex. B (Idenix’s agreement to the rebuttal modifications).1) 

Gilead’s Late Change of Position Seeking Bifurcation and a Flipped Order of Proof.  

The first time that Gilead raised bifurcation was shortly before 2 pm on November 16, 2016—

the day that the Proposed Pretrial Order was originally due.  (In light of rulings later that day, the 

Court sua sponte granted a one-day extension for that filing.  (D.I. 449.))  In an email in which 

Gilead’s counsel asserted that the parties are “getting pretty close on this [i.e., the Proposed 

Pretrial Order],” Gilead attached a draft of that document that included significant, last-minute 

changes.  (McCrum Decl., Ex. C.)  Among those changes, Gilead proposed to “phase the trial 

and change the order of proof to address the outstanding liability issues first (i.e. validity) in 

Phase I, followed immediately by a second phase (in front of the same jury) to address damages 

and willfulness if necessary.”  (Id. at 6.)  Gilead also conceded infringement.  (Id. at 8.)  Idenix 

                                                 
 

1 Although Gilead also added the caveat “[u]nless the parties reach an alternative 
agreement or the Court orders otherwise,” the parties did not reach an alternative agreement, and 
Gilead made no reference to asking the Court to order otherwise until its last-minute November 
16 changes to the Proposed Pretrial Order.  See infra. 
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informed Gilead on November 17 at 10 am that it would oppose Gilead’s bifurcated trial request.  

(McCrum Decl. at ¶ 4.) 

Gilead did not “immediately” file its motion, as it contends.  (D.I. 458 at 3.)  Instead, it 

waited until almost 9 pm on Friday, November 18—only two business days before the Pretrial 

Conference, and barely two weeks before the start of trial.2  (McCrum Decl., Ex. D.) 

III. ARGUMENT 

Gilead’s proposed bifurcation to upend the imminent trial schedule is too late, too 

specious, and too prejudicial.  Under less exigent circumstances, the weighing of relevant factors 

would disfavor bifurcation.  Under the current circumstances, all the more so. 

Gilead bears the burden of showing that its proposed bifurcation is warranted.  See 

SenoRx, Inc. v. Hologic, Inc., 920 F. Supp. 2d 565, 567 (D. Del. 2013).  Bifurcation “remains the 

exception rather than the rule.”  Sepracor Inc. v. Dey L.P., No. 06-113-JJF, 2010 WL 2802611, 

at *3 (D. Del. July 15, 2010); see also Fed. R. Civ. P. 42(b) (default presumption that all claims 

and issues in a case should be addressed in a single trial unless relevant factors show otherwise).  

Courts consider all of the surrounding facts and circumstances to decide “whether bifurcation 

will avoid prejudice, conserve judicial resources, and enhance juror comprehension of the issues 

presented in the case.”  SenoRx, 920 F. Supp. 2d at 567.  The overall inquiry examines which 

choice is more likely to result in a just disposition of the case.  Id. at 568.  Moreover, a Court-

ordered schedule “may be modified only for good cause and with the judge’s consent.”  Fed. R. 

Civ. P. 16(b)(4).  That standard “‘hinges on the diligence of the movant.’”  Barkes v. First Corr. 

                                                 
 

2 Gilead calls its motion a “Motion to Phase Trial” and studiously avoids referring to 
“bifurcation,” even though there is no difference and Gilead itself relies on case law addressing 
bifurcation.  (D.I. 458 at 3, 10-13.)  Likewise, Gilead’s last-minute changes to the Proposed 
Pretrial Order to “phase [the] trial,” while still agreeing that “[t]he parties have not requested a 
bifurcated trial,” are pure semantics.  (McCrum Decl., Ex. C at 6, 18.) 
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Med., Inc., No. 06-104-LPS, 2012 WL 2914915, at *12 (D. Del. July 17, 2012) (citation 

omitted).  Gilead has not satisfied any of these requirements. 

A. Gilead Has No Good Cause For Its Untimely Change Of Positions 

Gilead can present no good cause for raising bifurcation and a flipped order of proof 

months after the Court-ordered July 26 deadline.  Indeed, Gilead’s about-face, in violation of that 

deadline, could not have been more cavalier and less diligent.  See Onyx Pharms., Inc. v. Bayer 

Corp., No. C-09-2145EMC, 2011 WL 4527402, at *2 (N.D. Cal. Sept. 21, 2011) (“Carelessness 

and/or change in litigation strategy do not amount to diligence”; bifurcation denied.).  Trial starts 

in less than two weeks.  Witnesses are lined up for particular periods of time based on the 

agreed-upon order of proof.  The Proposed Pretrial Order, due on the day Gilead first raised 

bifurcation, was negotiated until that final day with the parties’ understanding of a single trial 

and the order of issues to be presented.  Idenix’s trial materials—opening statements; witness 

outlines; and jury instructions, verdict form, and voir dire due and filed yesterday—have all been 

prepared on that same basis.  And in the midst of all of these other tasks, Idenix is now engaged 

in responding to Gilead’s motion on a highly expedited basis in order to present these points to 

the Court well before Idenix’s ordinary due date (i.e., December 5, the first day of trial).  

 Meanwhile, Gilead never sought an extension from the Court of the July 26 deadline for 

raising “bifurcation of issues and/or claims.”  (D.I. 42 at ¶ 15.)  And Gilead nonetheless limited 

its proposed jury instructions, voir dire, and verdict form to its invalidity defenses, without even 

allowing the Court the opportunity to receive Idenix’s response to Gilead’s motion, and without 

any Court ruling changing the currently scheduled trial to a bifurcated.  (D.I. 463, 465, 466, and 

467.)  Idenix respectfully submits that the Court should consider any objections by Gilead to 

Idenix’s proposed instructions, voir dire, and verdict form that relate to Idenix’s issues waived, 

and that this latest litigation strategy by Gilead further demonstrates its lack of good cause for its 
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extremely tardy change of positions in contravention of the Court’s Scheduling Order.     

Gilead cannot point to recent developments to justify its timing.  Gilead purports to rely 

on the Court’s supplemental claim construction, claiming that Gilead decided not to dispute 

infringement “[f]ollowing this Court’s recent claim construction order.”  (D.I. 458 at 1.)  That is 

incorrect.  Gilead conceded infringement and lobbed its last-minute bifurcation proposal to 

Idenix shortly before 2 pm on November 16; the Court’s claim construction and other rulings did 

not issue until after 3 pm that day.3  (McCrum Decl., Exs. D & H; D.I. 446.)   

Besides, Gilead never really disputed infringement.  As Gilead has long acknowledged, 

this case is primarily about validity, not infringement.  (D.I. 361 (7/21/16 Jt. Letter) at 3.)  Gilead 

plainly lacked a non-frivolous rebuttal position to assert on infringement; it did not even submit 

an expert report on infringement.  But because, until last week, Gilead refused to drop its non-

infringement defense and insisted in putting Idenix to its proofs, Gilead always knew that Idenix 

would go first.  Gilead’s formal concession of what has effectively always been uncontested—its 

infringement—is not a new development to warrant upending that order of presentation.4 

Nor can Gilead rely on Idenix’s oppositions to Gilead’s motions in limine in which, 

Gilead claims, it “became apparent” that there are evidentiary disputes about whether certain 

evidence is relevant and to what, and whether Federal Rule of Evidence 403 applies.  (D.I. 458 at 

2.)  Gilead has long known about these “evidentiary disputes.”  Indeed, Gilead would not have 
                                                 
 

3 Moreover, Gilead’s position is illogical, since the Court’s claim construction ruling 
adopted a narrower reading of the claims than Gilead’s broad reading.  Nor could Gilead point to 
any evidence that would distinguish any non-infringement argument based on the parties’ 
competing claim constructions. 

4 Similarly, if Gilead were to now claim that it raised bifurcation based on Idenix’s 
decision to drop the ’054 patent or certain ’597 patent claims, that would not be supportable, 
either.  Besides, Idenix dropped the last of those claims on November 9.  (McCrum Decl., Ex. E.)  
Gilead’s only concern in response was obtaining a consent judgment, not any effect on the order 
of issues or bifurcation.  (McCrum Decl., Ex. F.) 
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filed its motions in limine if it were not already apparent that Idenix would introduce that 

evidence.  In any event, Idenix submitted its oppositions on November 10, and Gilead raised no 

specter of its change of position on bifurcation and the order of proof until its eleventh-hour edits 

to the Proposed Pretrial Order on November 16.  Nor did Gilead raise bifurcation before 

submitting its motions in limine, to explore whether (according to Gilead) bifurcation would 

render its motions unnecessary.  And lest there be any doubt, relevance and Rule 403 disputes 

are properly addressed through those motions, objections, and limiting instructions, not the 

wholesale, belated upending of the planned trial that Gilead proposes.  Gilead should not be 

permitted to turn the judicial process on its head and prejudice Idenix at the eleventh hour in a 

blatant second attempt to avoid admissible evidence.  With no good cause for its tardy proposal, 

Gilead’s motion should be denied for this reason alone. 

B. Bifurcation And A Flipped Trial Order Are Not Warranted Under The 
Relevant Factors 

Even if the relevant factors are considered, Gilead has not borne its burden to show that 

bifurcation and switching the order of presentation would likely result in a just disposition of this 

case.  To the contrary, it would greatly prejudice Idenix, inconvenience witnesses, and increase 

the burden on the jury. 

1. Bifurcation And Swapping The Order Of Presentation Would Be 
Extremely Prejudicial To Idenix 

It would be highly prejudicial to Idenix—the plaintiff in this case—to change the order 

and bifurcate now. 

First, it is not even clear that Gilead’s proposed re-ordering is feasible.  Critically, certain 

Idenix witnesses have substantial conflicts during the December trial block.  For instance, 

Dr. Jean-Pierre Sommadossi, the lead inventor of the ’597 patent and now the CEO of Atea 

Pharmaceuticals, has end-of-the-year board meetings in December.  He worked his schedule 
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around those commitments to be available at the beginning of trial, but he is unavailable to 

testify at the end of that week and during the second week.  He has committed to Board 

meetings at the end of the first week and will be in Europe the second week.  Dr. Sommadossi is 

one of Idenix’s principal witnesses. 

Other witnesses have similar conflicts, having long reserved particular dates to appear 

based on the agreed order of presentation.  Dr. Ronald Renaud, formerly Idenix’s CEO and now 

the CEO of RaNA Therapeutics, has worked around his Board meetings and other commitments 

to appear for Idenix based upon a schedule where the order follows the burden as set out by 

Gilead in the Pretrial Order drafts.  Dr. Robert Langer, a professor at M.I.T. and a researcher for 

Boston Children’s Hospital, likewise has Board meetings and other engagements that he has 

already had to work around to make himself available later in that agreed order of presentation, 

to respond to Gilead’s invalidity defenses.  If the issues were bifurcated and flipped as Gilead 

now proposes, each of these witnesses would have substantial conflicts to rearrange, on short 

notice, and it is unclear whether they would be able to attend at all.  Further, these are the only 

immediate conflicts that Idenix has identified in the very short time since learning that Gilead 

seeks to change the trial schedule.  Other witness conflicts are expected.  This risk to Idenix of 

not even being able to present its witnesses and put on its case is highly prejudicial.5  

Second, Gilead’s proposal would burden all witnesses, all but one of whom is a third 

party, even if they do not have a conflict.  Witnesses have cleared their schedules for the 

                                                 
 

5 It would be no answer to postpone trial until a later date, as Gilead proposes in its 
Motion to Continue.  (D.I. 429.)  For all the reasons set forth in Idenix’s opposition to that 
motion, continuance is not warranted.  Moreover, the witnesses have already blocked off two 
trial periods and arranged their professional and personal commitments around them, with 
confirmation of the December block of time since July.  Particularly as third-party witnesses, it is 
unclear whether they will be willing to work around another trial date or what future conflicts 
they may have. 
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expected dates of their testimony and surrounding dates, and they have booked travel for those 

dates.  Those arrangements were made in reliance on Gilead’s position not to seek bifurcation 

and its agreements in the parties’ meet and confers.  It would impose an undue burden on 

witnesses to ask them to clear their schedules yet again, rearrange their travel, and incur any 

additional costs for making such late adjustments, particularly so near end-of-the-year holidays 

and other obligations.  In short, at this stage of the case, and contrary to what Gilead contends, 

the “logistics” of having two separate trials would be a nightmare.  (D.I. 458 at 11.) 

Third, Gilead’s proposal would be highly prejudicial to Idenix’s trial preparations to date, 

which have proceeded on the parties’ agreement, until November 16, that the issues would be 

tried in the ordinary course.  Idenix has issues on which it bears the burden of proof, and it has 

prepared its case based on a single trial in the agreed order of presentation.  Opening statements; 

witness outlines; exhibit ordering; the manner in which the jury will be introduced to Idenix, its 

witnesses, its case, and its responses to Gilead’s defenses; the Proposed Pretrial Order including 

its exhibits; and jury instructions, the verdict form, and voir dire have all been prepared on that 

basis.  If the schedule were upended this close to trial, Idenix would have to duplicate work and 

re-do those materials on extremely short notice, and Idenix would also have to impose on its 

third-party witnesses even more since they are part of Idenix’s preparations.  On a bifurcation 

request made approximately five weeks before trial (to bifurcate certain issues for a bench trial), 

another court ruled that “bifurcation at this late hour would prejudice Onyx, which has prepared 

its evidence and witnesses for a single trial by jury.”  Onyx, 2011 WL 4527402, at *2 (noting that 

“[d]elay may be a factor affecting the court’s exercise of discretion”).  The court determined that 

the plaintiff, who opposed bifurcation, would suffer prejudice from having invested “substantial 

‘time and money on preparing witnesses, examination outlines, exhibits, opening and closing 
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arguments, voir dire, and other pretrial filings,’” as well as “[w]itness lists, exhibit lists, proposed 

jury instructions and verdict forms,” all “with the expectation of a single jury trial.”  Id.  

Accordingly, the court denied bifurcation.  For the same reasons, and with even less time before 

trial, bifurcation here should be denied. 

2. By Contrast, The Agreed Single Trial With The Order Of 
Presentation As Originally Planned Will Not Prejudice Gilead 

Gilead will suffer no undue prejudice from proceeding as it has always intended and 

agreed.  Gilead’s motion is largely premised on the incorrect notion that it would be unfairly 

prejudiced by Idenix’s issues going first because that presentation could involve “potentially 

confusing and inflammatory evidence” that is “relevant only to issues of damages and 

willfulness.”  (D.I. 458 at 1, 2.)  Gilead cites two categories of evidence, each at issue in Gilead’s 

motions in limine:  (i) evidence showing Gilead’s use of confidential information to copy 

Idenix’s patent, and (ii) sofosbuvir pricing.  (Id. at 2, 4-10.)  As Idenix’s oppositions to those 

motions show, that evidence is relevant to willfulness, damages, validity, and rebutting Gilead’s 

claims as the true innovator in the relevant field, and thus is relevant to each of Gilead’s 

proposed trials.  Gilead’s arguments to the contrary greatly exceed the limits imposed on motions 

in limine, and to the same misguided effect—Gilead asks the Court to draw conclusions from the 

evidence that are for the jury to decide.  Whether in its motions in limine or the instant motion, 

Gilead should not be permitted to hide evidence that it does not like, or that may lead the jury to 

conclusions that Gilead does not like.  And upending the trial is certainly not an appropriate way 

for Gilead to assuage its concerns. 

Taking Gilead’s two arguments in order:  First, Gilead argues that bifurcation is needed 

to avoid damages evidence on sofosbuvir pricing and patient access issues that would be 

prejudicial and confusing to liability.  Not so.  As Idenix explained, evidence showing that others 

Case 1:14-cv-00846-LPS   Document 522   Filed 12/27/16   Page 16 of 25 PageID #: 32946



 
 

{01167614;v1 } 12 

disputed the pricing of Gilead’s sofosbuvir is relevant as background information and to refute 

Gilead’s portrayal of itself—information that is relevant to trial regardless of whether there is 

one or two.  The evidence is also directly relevant to damages.  Gilead itself has listed exhibits 

for trial that discuss and characterize Gilead’s pricing strategy and patient access issues.  Gilead 

should not be permitted to exclude Idenix’s counterpart evidence, much less use it as a basis for 

upending the trial schedule.  (See D.I. 454 at Ex. 13C-Opp.) 

Gilead’s reliance on the California trial, in which Gilead presented its validity case first, 

is inapt.  (D.I. 458 at 5-6.)  In that case, Gilead was the plaintiff—the role that Idenix has here.  

Also, Gilead’s willfulness was not at issue in the California trial.  Here, by contrast, that remains 

part of Idenix’s case-in-chief; the Court denied Gilead’s motion for summary judgment on 

willfulness, holding that “this is an issue for the jury on the record before [it].”  (D.I. 368 

(7/26/16 Hr’g Tr.) at 141:12-16.)  Accordingly, as the plaintiff, Idenix should be permitted the 

opportunity to present its issues first, as the parties long agreed.  Moreover, unlike in the 

California case, this Court has not yet reached any determinations on relevance or limiting 

instructions. 

Gilead also wrongly claims prejudice from Idenix’s damages case without bifurcation.  

(D.I. 458 at 4.)  As the Court ruled in denying Gilead’s Daubert motion, Idenix’s damages 

request is based on “a legitimate and reasonable valuation approach.”  (D.I. 368 (7/26/16 Hr’g 

Tr.) at 145:14-146:4.)  Moreover, it is based on a royalty base of Gilead’s sofosbuvir products 

that Gilead and its damages expert do not dispute, and that information will come up in opening 

statements and introductory background testimony regardless of whether the trial is bifurcated.  

Thus, contrary to what Gilead claims, Idenix’s damages case does not and cannot prevent a 

neutral evaluation of the evidence.  (D.I. 458 at 4.) 
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Second, Idenix’s evidence of Gilead’s recognition of Idenix’s invention, even before the 

claims issued, is directly relevant to Gilead’s invalidity defenses, not just willfulness and 

damages.  With respect to 35 U.S.C. § 112, such documents demonstrate what a skilled artisan 

knew or understood from reading the Idenix patent at the time of the invention.  The evidence 

from Gilead’s scientists is particularly relevant to the understanding of a skilled artisan at the 

time of the invention because Gilead was pursuing the same area of research and its scientists 

were keenly aware of the technology, research challenges, and advances in the art as they were 

unfolding at the time.  As the Court recently found citing Gilead documents that were created 

before the claims issued, a reasonable factfinder could conclude from those documents “that 

Gilead (and/or its predecessor) recognized that the inventors of the patents-in-suit were in 

possession of their claimed invention,” as relevant to written description.  (D.I. 446 (11/16/16 

Opinion) at 17.)  Because such evidence is directly on point for Section 112, it necessarily 

cannot, as Gilead contends, “invite exactly the wrong Section 112 analysis.”  (D.I. 458 at 9.) 

Evidence of Pharmasset’s recognition of Idenix’s invention is also relevant to refute 

Gilead’s story that it developed the breakthrough innovation in this field.  The evidence shows 

that Pharmasset appreciated the breakthrough of Idenix’s patented invention so much so that 

Pharmasset blatantly copied it.  In addition, this evidence is relevant to obviousness.  Gilead 

claims that the patent is obvious in light of certain work alleged to be prior art under § 102(g).  In 

response, Idenix may present evidence of secondary indicia of non-obviousness, including praise 

from others in the industry, failure of others, and copying.  See Graham v. John Deere Co. of 

Kansas City, 383 U.S. 1, 17-18 (1966).  The evidence of Pharmasset’s reaction to Idenix’s 

invention and Pharmasset’s need to copy Idenix is directly relevant to those factors.  In short, 

there can be no prejudice from introducing this evidence in a trial involving willfulness/damages 
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and Gilead’s defenses since it is directly relevant to both sets of issues and to the case 

presentation overall. 

Gilead says that its copying is not true and unsubstantiated (D.I. 458 at 2, 6-7), but Gilead 

should not be permitted to hide the evidence from the jury via its attempt to present its case first 

and prevent Idenix from presenting evidence to substantiate Pharmasset’s recognition of what 

Idenix invented and what Pharmasset and Gilead so desperately copied.  Gilead also argues that 

prejudice would arise because willfulness “requires quantitatively and qualitatively different 

proof than does defending against a claim of invalidity.”  (Id. at 6-7.)  But that circumstance is 

routine in patent cases involving willfulness.  

Gilead argues at length that the jury could be confused because, “if Pharmasset copied 

anything,” it copied a different compound than what Idenix made or what constitutes an 

embodiment of the claims.  (Id. at 8-9.)  Of course, Gilead has conceded infringement, so the 

logic of Gilead’s argument is unclear.  Moreover, a determination of what Pharmasset copied is a 

fact question for the jury to determine, not something that should be kept from the jury much less 

used as a justification for upending the trial schedule. 

Finally, Gilead invokes this Court’s determination in another case to bifurcate 

damages/willfulness from liability.  (Id. at 9-10.)  Unlike here, however, the evidence of 

“copying” in that case was “mostly or entirely irrelevant” to liability.  Andover Healthcare, Inc. 

v. 3M Co., C.A. No. 13-843-LPS, Hr’g Tr. at 54:2-6 (D. Del. Oct. 28, 2016) (D.I. 459, Warden 

Decl. Ex. 4).  Indeed, it does not appear that the party seeking to introduce that evidence disputed 

the lack of relevance.6  In addition, bifurcation was first raised almost three months before that 

                                                 
 

6 The Court’s transcript in Andover is not yet available to the public, and the related 
pleadings are redacted in part.  In order to respond to Gilead’s argument, Idenix relies on the 
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trial, unlike Gilead’s belated and surprising proposal two weeks before trial. 

3. Bifurcation And Flipping The Order Would Be Inefficient 

Bifurcation and the flipped order that Gilead proposes would also be highly inefficient, 

for several reasons.   

First, bifurcation, and in the order Gilead proposes, would duplicate trial presentations 

and trial time.  Presumably, there would be two sets of opening statements, two sets of closing 

arguments, two sets of preliminary and final jury instructions, two deliberations, and the 

repetition of at least some background information.  See SenoRx, 920 F. Supp. 2d at 568-69 

(noting the “inevitable delay” resulting from bifurcation, “as it will likely be necessary to set out 

certain core testimony about the relevant products and industry in both the liability and damages 

trials”).  Moreover, because witnesses and evidence overlap for Idenix’s and Gilead’s issues, it 

would take time in Gilead’s proposed second trial to reintroduce and reorient the jury to 

witnesses and evidence that had already been presented in the first trial, and to place the 

witnesses and evidence in context for the second trial.  Thus, it is not the case, as Gilead 

contends, that “[o]verall trial time would not be affected.”  (D.I. 458 at 1-2, 11-12.)   

As for Gilead’s argument that bifurcation in its proposed ordering would “promote[] 

judicial efficiency by avoiding the necessity of taking the jury’s time presenting damages and 

willfulness evidence, at all, if the jury first determines there is no liability” (Id.; see also id. at 

11-12), that depends entirely on speculation.  See SenoRx, 920 F. Supp. 2d at 570 (“these 

outcomes, while possible, are entirely speculative at this stage”).  If the jury finds in favor of 

 
(continued…) 

 
 
transcript excerpt that Gilead submitted with its motion; Gilead’s counsel in this case overlaps 
with counsel for the party that sought bifurcation in that case. 
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Idenix on Gilead’s invalidity defenses, Gilead’s proposals would have deterred judicial 

economy, not promoted it.  Moreover, Gilead’s argument would apply in every patent case.  But 

as shown by the vast majority of cases in which trial is not bifurcated and the default 

presumption under Rule 42, courts recognize the efficiency that is promoted by a single trial. 

Second, no one knows how long the jury would deliberate after each trial.  Gilead claims 

that the California case is a good model (it is not, see supra), but to the extent that case is 

informative, it shows that bifurcation here would introduce inefficiencies and complications, not 

avoid them.  The California jury deliberated for four days on Gilead’s invalidity allegations and a 

day on damages.  (McCrum Decl., Ex. G.)  If the jury’s deliberations here were similar or longer, 

where willfulness is also at issue unlike in the California case, there is a significant risk that the 

overall trial time would extend beyond the December window and potentially bump into the 

December holidays—a busy time of year when jurors and witnesses will have other 

commitments and which could require adjournment until 2017.  That imposition on jurors and 

witnesses is unduly burdensome and unwarranted for this narrow case that can be handled in a 

single trial. 

Third, bifurcation and Gilead’s ordering of issues could bog each trial down in disputes 

about whether evidence is relevant to that trial or the other—a likelihood that Gilead previews in 

the instant motion and its motions in limine in which it seeks to cleave broadly relevant evidence 

from the jury’s consideration.  In SenoRx, the Court noted precisely this concern in denying 

bifurcation:  Bifurcation could create “disagreements over whether certain discovery should fall 

into a ‘liability’ or ‘damages/willfulness’ category—an inefficiency that would be avoided if the 

case were not bifurcated.”  920 F. Supp. 2d at 570. 

Fourth, indeed, much evidence overlaps.  In addition to the overlaps discussed above, see 
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Part III.B.2, much other evidence is relevant to both damages/willfulness and validity even 

though Gilead may argue otherwise.  Separating the issues would be inefficient.  For instance: 

Willfulness and validity overlap.  The evidence of what Gilead scientists knew and 

understood about the art and the Idenix patents, and what actions Gilead took based upon that 

knowledge and understanding, is relevant to willfulness.  One aspect of Idenix’s willfulness case 

is to show that neither the conduct of Gilead nor that of its predecessor company (Pharmasset) 

ever suggested that, upon reading Idenix’s patent outside the context of this litigation, the patent 

is invalid.  This puts Gilead’s invalidity positions squarely at issue.  See Depomed, Inc. v. Purdue 

Pharma L.P., No. 13–571 (JAP), 2013 WL 6190380, at *8 (D.N.J. Nov. 26, 2013) (finding a 

significant overlap between liability and willfulness because willfulness depends largely on the 

merits of the defendant’s defenses).  If the issues were bifurcated, however, all of the invalidity 

evidence would have to be revisited in the second trial to determine if Gilead’s reliance on those 

arguments was reasonable. 

Damages and obviousness overlap.  In addition to the overlapping evidence discussed 

above that is relevant both to damages and to secondary considerations of non-obviousness, other 

evidence also relates to both, given the overlap between secondary considerations and the 

Georgia-Pacific factors that both damages experts considered, such as licensing royalties paid by 

others for the technology, profitability of the accused products, nature of the patented invention, 

and the value that the industry places on the patented invention.  For instance, Gilead’s sales data 

is probative of the amount of damages owed by Gilead and is also probative of commercial 

success.  See Gambro Lundia AB v. Baxter Healthcare Corp., 110 F.3d 1573, 1579 (Fed. Cir. 

1997) (evaluating commercial success of an infringing product as evidence of commercial 

success of claimed invention); Caterpiller, Inc. v. Deere & Co., No. 96 C 5355, 1997 WL 17798, 
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at *3 (N.D. Ill. Jan. 14, 1997) (denying motion to bifurcate because, inter alia, “evidence of sales 

overlaps both the liability and damages issues when such evidence, clearly relevant to damages, 

is used to show commercial success, a secondary consideration in the determination of validity”); 

SenoRx, 920 F. Supp. 2d at 569 (same).  As another example, evidence showing the patented 

invention was a significant advance over the prior art is relevant to secondary considerations as 

well as Idenix’s damages case to show the value of the invention.  See Depomed, 2013 WL 

6190380, at *8.  If the issues were separated, this evidence would have to be introduced and 

discussed twice. 

4. Bifurcation And Flipping The Order Would Not Enhance Jury 
Comprehension 

Finally, this is a narrow case that is not too complicated for a jury to comprehend and 

decide in a single trial and in the agreed order of presentation.  Gilead’s proposed bifurcation 

would simply waste the jurors’ time. 

As patent cases go, this trial will be less complicated than most.  It involves a single 

patent, only a few independent claims, a single defendant, and two infringing products (each 

using the same active ingredient, sofosbuvir) that each side’s damages expert has largely 

addressed together.  And while there are nominally two plaintiffs, those co-owners of the patent 

are represented by the same counsel and thus are essentially a single party.  Even Gilead 

concedes that the case involves only “16 claims (with only a few independent) of one patent.”  

(D.I. 458 at 12.)  In such cases, bifurcation is unnecessary.  Compare SenoRx, 920 F. Supp. 2d at 

571 (denying bifurcation in a case involving two patents where both had substantially identical 

specifications and even though there were 99 claims in both patents, since the number of asserted 

claims had been reduced and was expected to be a manageable number by the time of trial), with 

British Telecommunciations PLC v. Google Inc., No. 11-1249-LPS, 2013 WL 3814329, at *2 (D. 
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Del. July 22, 2013) (granting bifurcation in a case that involved “multiple patents, a variety of 

asserted claims, differing theories of infringement, and a wide range of accused products”).   

Another metric that courts consider in assessing whether bifurcation would enhance juror 

comprehension is the overall complexity of the trial.  Gilead claims that the issues are complex, 

but patent cases are typically complex, and juries in patent cases routinely handle all of the issues 

in a single trial.  See SenoRx, 920 F. Supp. 2d at 571 (denying bifurcation when defendant failed 

to demonstrate that “this complexity is of such magnitude that separate trials would be required 

to enable the jury to ably fulfill its role as fact finder”).  Here, with only about a dozen claims 

(mostly dependent) of a single patent at issue, and a limited number of issues, this is a very 

streamlined case that a typical jury should be able to handle in a single trial. 

Gilead seeks to distinguish this case on the basis that the parties’ “two competing, and 

very different, sets of damages scenarios” would impose too great a burden.  (D.I. 458 at 3, 11.)  

But juries in patent trials routinely handle competing damages scenarios in a single trial.  

Gilead’s expert’s use of an unprecedented approach to purportedly value Idenix’s damages 

claim, instead of an accepted damages methodology such as that employed by Idenix’s expert, 

does not justify bifurcation.  This is particularly true given that Gilead’s expert adopted his 

approach months ago, in May 2016, yet Gilead did not raise bifurcation in July as required, nor 

for several more months afterward until the eve of trial. 

IV. CONCLUSION 

 Gilead’s “Motion to Phase Trial” should be denied. 
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