
 

 

 

 

UNITED STATES DISTRICT COURT 

DISTRICT OF NEW JERSEY 

 

MERCK & CO., INC., and MERCK 

SHARP & DOHME CORP., 

 

 

 

Civil Action No. 2:16-cv-00266-ES-

MAH 

   

Plaintiffs,   Hon. Esther Salas 

Hon. Michael A. Hammer 

v.    

 

MERCK KGAA, 

 

 

FIRST AMENDED  

JOINT DISCOVERY PLAN  

 

Defendant. 

  

   

 

1. Set forth a factual description of the case.  Include the causes of action and 

affirmative defenses asserted. 

This case arises out of a dispute between the parties over the right to use of the term 

“Merck” in the United States.  It is one of many disputes between the parties, 

including litigations pending in the United Kingdom, France, Germany, Switzerland 

and Mexico.  

Plaintiffs and Defendant have entered into a series of coexistence agreements which, 

among other things, set forth what each company can and cannot do in various 

jurisdictions around the world regarding use of the term “Merck.”  By agreement, 

Plaintiffs have the exclusive right to the use of the trademark “Merck” in the United 

States and Canada, and Defendant has the exclusive right to the use of the trademark 

“Merck” outside of the United States and Canada (except that the parties have the 

right to make concurrent use of the trademark “Merck” in Cuba and the Philippines).   

Within the United States and Canada, Defendant may use “Merck” as part of a firm 

name or corporate name under certain conditions; while in Germany, Plaintiffs may 

use “Merck” as part of a firm name or corporate name or name of a corporate 

subdivision under certain conditions.  There are various additional conditions, 

exceptions and provisions that govern the parties’ respective uses of “Merck” outside 

the United States and Canada, including but not limited to provisions which allow 

Plaintiffs to use Merck Sharp & Dohme as a trademark, trade name or corporate 

name, and to inter alia, use “Merck” as part of a firm name or corporate name under 

certain conditions.   
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As mentioned above, there are several disputes pending between the parties in 

different jurisdictions. Defendant filed suits in the United Kingdom and France, and 

the respective courts in those countries ruled in the first instance with both parties 

winning some claims and losing others. Specifically, the respective courts ruled that, 

in some instances, Plaintiffs’ or Plaintiffs’ related companies’ accused uses of 

“Merck” violated their obligations under the coexistence agreements and/or infringed 

the “Merck” trademark, while other accused uses of “Merck” by Plaintiffs or 

Plaintiffs related companies in those jurisdictions did not. The English and French 

decisions are currently on appeal. In addition, a court in Germany granted 

Defendant’s ex parte request for a pan-European preliminary injunction against 

Merck Sharp & Dohme Corp. and its related company MSD Registry Holdings, Inc. 

prohibiting both companies from presenting under the generic top-level domain 

“.merckmsd” the goods and services of Merck Sharp & Dohme Corp. and/or its 

affiliated undertakings from the pharmaceutical sector in the course of trade in the 

European Union on the ground of trademark infringement.  Merck Sharp & Dohme 

Corp. and MSD Registry Holdings, Inc. submitted an opposition to the preliminary 

injunction, and the court suspended the preliminary injunction with respect to Merck 

Sharp & Dohme Corp. due to the court’s lack of jurisdiction over the claim as against 

that entity but confirmed the injunction as against MSD Registry Holdings, Inc.  

In this action, Plaintiffs allege that Defendant has violated U.S. and this state’s 

trademark laws by, inter alia, using and continuing to use Merck in the United States 

standing alone and as part of the phrase “Merck KGaA” or “Merck KGaA, 

Darmstadt, Germany.”  

Plaintiffs further allege that Defendant’s actions constitute breach of the agreements, 

which Plaintiffs contend prohibit such use of Merck by Defendant in the United 

States.  

Plaintiffs also assert that Defendant has engaged in false advertising by running an 

advertising campaign celebrating Defendant’s 125
th

 anniversary in the United States, 

alleging that the campaign was false and misleading.  And, Plaintiffs assert that 

Defendant has committed cybersquatting by registering certain domain names that 

contain the words “Merck Manual.” 

Based on these allegations, Plaintiffs assert the following causes of action:   

(a) trademark infringement in violation of the Lanham Act, 15 U.S.C. § 1114;  

(b) unfair competition in violation of the Lanham Act, 15 U.S.C. § 1125(a);  

(c) trademark dilution in violation of the Lanham Act, 15 U.S.C. § 1125(c);  

(d) trademark infringement under N.J. Stat. § 56.3-13.16;  

(e) trademark dilution under N.J. Stat § 56:3-13.20;  

(f) unfair competition under N.J. Stat. § 56.4-1;  
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(g) unfair competition under New Jersey common law;  

(h) false advertising in violation of the Lanham Act 15 U.S.C. § 1125(a)(1)(B);  

(i) deceptive trade practice under N.J. Stat. § 56.8-2;  

(j) cybersquatting in violation of the Anticybersquatting Consumer Protection 

Act 15 U.S.C. §1125(d); and  

(k) breach of contract. 

Defendant denies these allegations and raises the following affirmative defenses, 

which Plaintiffs deny:   

(a) The doctrine of laches bars Plaintiffs’ claims due to Plaintiffs’ delay of twenty 

years in bringing this suit. 

(b) The doctrines of acquiescence, forfeiture, waiver and estoppel bar Plaintiffs’ 

claims because Plaintiffs have agreed, consented to, or otherwise accepted 

Defendant’s use of “Merck KGaA, Darmstadt, Germany” for twenty years. 

(c) Under German law (which governs the contract at issue), the parties’ 

modification to the contract that allows Defendant to use “Merck KGaA, 

Darmstadt, Germany” bars Plaintiffs’ claims. 

(d) Having waited twenty years to bring this suit, the statute of limitations bars 

Plaintiffs’ claims. 

(e) Plaintiffs’ claims are barred by the doctrine of unclean hands because 

Defendant has taken robust steps to comply with the parties’ agreements and 

any usages by Defendant inconsistent with those agreements have been 

isolated and inadvertent, while Plaintiffs have refused to take responsible 

steps to comply and therefore have made and are continuing to make much 

more extensive non-compliant usages intentionally and systematically around 

the world. 

(f) Plaintiffs’ claims are barred by the doctrine of fair use. 

(g) Plaintiffs’ claims are barred by the First Amendment. 

(h) Plaintiffs’ claims are barred because the Complaint fails to state a claim upon 

which relief can be granted. 

2. Have settlement discussions taken place?  Yes   

If so, when?  The parties have been engaged in discussions related to their global agreements 

and relationship, which have been ongoing for the past several years.  The details of those 

discussions are subject to a confidentiality agreement between the parties, but the settlement 
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discussions are expected to continue on a parallel track during this litigation (and the 

litigations and appeals in other countries). 

(a) What was plaintiffs’ last demand? 

(1) Monetary demand:  Demand has not yet been made as discovery 

has not yet been conducted on this issue.   

(2) Non-monetary demand:  Plaintiffs sought a global settlement 

agreement which resolves the parties’ disputes worldwide, without the 

implementation of geo-targeting solutions. Until recently, the parties 

were in discussions to determine whether there is a mutually agreeable 

mechanism for disposition of certain of the U.S. claims, but the parties 

have not been able to resolve such claims. It is Plaintiffs’ position that 

settlement of any such U.S. claims must include an acknowledgement 

of liability by the Defendant and entry of a Court-ordered injunction 

against the Defendant and that Plaintiffs shall have the right to use all 

examples of past infringement, breach of contract, cybersquatting and 

related claims to support its claim that Defendant has engaged in a 

pattern and practice of willful, infringing behavior and to conduct 

discovery on those issues without limitation resulting from the 

settlement.  Defendant’s characterization of certain factual issues in 

Defendant’s settlement offer should not be interpreted as Plaintiffs’ 

assent to such characterization. 

(b) What was defendant’s last offer? 

(1) Monetary demand:  None 

(2) Non-monetary demand:  Defendant insists that it has the right to use 

“Merck KGaA, Darmstadt, Germany” as its firm name in the United 

States by virtue of the parties’ prior agreement.  Defendant has offered 

to discontinue (and in fact has already discontinued)  inadvertent 

references to “Merck,” standing alone, on its US-based websites 

(which, through the use of geo-targeting, differs from its website that 

is available to internet users outside of the United States and Canada).  

Defendant also believes that it has the right to reference its presence in 

the United States for more than 125 years, though notes that Plaintiffs’ 

claims are moot because the advertising campaign and claims at issue 

ended earlier this year.  Finally, Defendant has offered to transfer the 

challenged domain names to Plaintiffs if Plaintiffs will agree to use 

them only in the United States and Canada and to use geo-targeting or 

other effective technical solutions to prevent their use in other 

countries (just as Defendant does with its Merck-based domain 

names). Defendant is unwilling to acknowledge liability as to any of 

these matters because it does not believe it has committed any 

trademark infringement, breach of contract, cybersquatting or false 

advertising, nor is Defendant willing to have any agreements it may be 
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willing to enter into by way of settlement subject to a Court-ordered 

injunction. 

3. The parties have exchanged the information required by Fed. R. Civ. P. 26(a)(1).     

4. Describe any discovery conducted other than the above disclosures. 

The parties have exchanged their first sets of interrogatories and requests for 

production of documents.  Pursuant to an agreement among the parties, written 

responses were served on October 7, 2016 (for Plaintiffs) and October 11, 2016 (for 

Defendant). 

Further, as noted above, the parties have engaged in some discovery in the United 

Kingdom case and have submitted documents to the courts in the French and German 

proceedings.  Documents that were exchanged and witness testimony in those cases 

may also be relevant to certain issues in this case, and the parties agree that all such 

materials and testimony used or offered in those matters may be used in this case as 

well.  This agreement does not waive any relevancy objection by either side.  The 

parties reserve their right to object to any documents from foreign proceedings on any 

grounds.  

5. Generally, dispositive Motions cannot be filed until the completion of discovery.  

Describe any Motions any party may seek to make prior to the completion of 

discovery. Include any jurisdictional Motions and Motions to Amend. 

Defendant expects to seek summary judgment on its right to use the firm name 

“Merck KGaA, Darmstadt, Germany” in the United States by virtue of the parties’ 

agreement and the Plaintiffs’ acquiescence to such use.  Defendant may also make 

other motions on any issue subject to discovery.  As noted below, Defendant believes 

these issues should be resolved prior to any damages discovery. 

Plaintiffs have filed a motion regarding choice of law on October 12, 2016.  The 

parties have a disagreement about the extent of briefing which is appropriate on this 

issue and the schedule for such briefing, and the parties plan to seek the Court’s 

guidance on these questions at the Conference.  The parties are amenable to 

reasonable mutual extensions as needed to accommodate their needs and the 

intervening Thanksgiving holiday. Both parties also reserve the right to file additional 

motions on any issue subject to discovery, including dispositive motions and motions 

to amend.  

6. Without limitation and subject to each party’s right to propound specific and 

other discovery requests and to object to any discovery requests propounded, the 

parties state as follows: 

(a) Plaintiffs currently intend to seek discovery on the following subjects (all 

references to Defendant in the below topics, include references to 

affiliates):  
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(1) The agreements made between the parties and any discussions 

regarding Defendant’s use of “Merck,” alone or in combination with 

other terms, on the internet or in the United States. 

(2) Use of “Merck,” alone or in combination with other terms, in 

connection with Defendant’s products and services in the United 

States. 

(3) Defendant’s use of “Merck” in connection with websites under the 

control of Defendant that are accessible in the United States. 

(4) Defendant’s use or non-use of geo-targeting or geo-blocking, for any 

websites under its control. 

(5) The selection, registration and ownership by Defendant of domain 

names containing “Merck.” 

(6) The development, marketing, advertising, promotion and 

implementation of Defendant’s Original Campaign and 125 Years 

Campaign (as defined in the Complaint). 

(7) Defendant’s use of “Merck” on social media accounts under its 

control, including accounts on Facebook, Twitter, and LinkedIn, 

accessible in the United States. 

(8) Defendant’s use of “Merck” in presentations and in promotional 

material, marketing, and advertisement of goods and services at 

conferences and symposiums in the United States. 

(9) Defendant’s relationship with Salesforce and the use of “Merck” in 

Salesforce activities and on Salesforce materials in the United States. 

(10) Any actual or likelihood of confusion arising from Defendant’s use of 

“Merck” in the United States. 

(11) Defendant’s applications for or registrations of gTLDs containing 

“Merck.”  

(b) Defendant currently intends to seek discovery on the following subjects 

(all references to Plaintiffs in the below topics include references to their 

affiliates): 

(1) Plaintiffs’ use of “Merck,” alone or in combination with other terms, 

outside the United States and Canada. 

(2) The agreements made between the parties and any discussions 

regarding Plaintiffs’ use of “Merck,” alone or in combination with 

other terms, on the internet or outside the United States and Canada. 
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(3) Agreements and communications between the parties permitting 

Defendant’s use of Merck KGaA, Darmstadt, Germany in the United 

States. 

(4) Plaintiffs’ use of “Merck”, alone or in combination with other terms, 

in connection with goods and services offered outside of the United 

States and Canada. 

(5) Plaintiffs’ use of “Merck” in connection with websites under 

Plaintiffs’ control that are accessible outside the United States and 

Canada. 

(6) Plaintiffs’ use (or lack of use) of geo-targeting or geo-blocking for any 

websites under its control. 

(7) The selection, registration and ownership by Plaintiffs of domain 

names containing “Merck” that resolve to websites that are accessible 

outside the United States and Canada. 

(8) Plaintiffs’ use of “Merck” on social media accounts under its control, 

including accounts on Facebook, Twitter and LinkedIn, accessible 

outside the United States and Canada. 

(9) Plaintiffs’ use of “Merck” in presentations and in promotions, 

marketing, and advertisement of goods and services at conferences and 

symposiums outside the United States and Canada. 

(10) Any actual or likelihood of confusion arising from Plaintiffs’ use of 

“Merck” outside the United States and Canada. 

(11) The lack of confusion or dilution arising from Defendant’s use of 

“Merck” in the United States. 

(12) Plaintiffs’ planned or potential use of the challenged domain names 

outside the United States and Canada. 

(13) Defendant’s presence in the United States since 1890. 

(c) Should discovery be conducted in phases?  If so, explain. 

The parties agree that discovery should be separated into a fact discovery 

phase and an expert discovery phase.   

The parties disagree whether discovery should be bifurcated between liability 

and damages.  It is Defendant’s position that all discovery related to damages 

should be scheduled for a further phase after liability discovery because 

phasing of damages discovery will promote judicial efficiency and economy, 

lower expenses, and streamline the case.  Plaintiffs and Defendant are 
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competing multinational companies with billions of dollars in annual revenue, 

and discovery of potential damages in a case involving intellectual property 

rights would necessarily entail highly confidential information and would be 

extraordinarily complicated and burdensome on all parties.  Most, if not all, of 

the claims in this case can be resolved at summary judgment as to liability, 

which may moot the need for unnecessary discovery on damages.  Even if 

some of Plaintiffs’ damages claims survive summary judgment, the parties 

will have a much better understanding of the remaining claims so as to 

streamline the damages discovery process or to promote settlement before the 

necessity of engaging in damages discovery. 

It is Plaintiffs’ position that the case is not appropriate for bifurcation of 

discovery related to damages because it will substantially delay the 

proceedings, increase the expenses for both parties and duplicate significant 

costs and efforts especially given that certain discovery in this case is likely to 

come from overseas. Moreover, there is significant overlap in discovery 

related to both liability and damages, including with respect to discovery as to 

Defendant’s willfulness.  Additionally, Defendant’s sales to US customers and 

advertising, marketing and promotion in the US over time are relevant to both 

liability and damages.  If damages discovery is bifurcated, depositions of 

various witnesses will likely need to be taken more than once with additional 

potential for disputes. These circumstances are of particular importance 

considering that many witnesses are located in Germany, and Defendant has 

proposed that its depositions may need to be taken overseas and that its 

documents will require special treatment because of German data privacy 

laws. The parties have not yet come to agreement on location of any witness 

deposition and/or how German data privacy laws should be addressed.  

Bifurcating discovery will thus lead to potentially significant duplication of 

costs and efforts regardless of where witness depositions take place, which 

costs will increase if the parties agree to proceed with the deposition of any 

witness overseas. On balance, given the narrower scope of damages discovery 

compared to discovery on liability issues and the overlap between damages 

and liability discovery, the delay and extra cost of bifurcating damages 

discovery is not justified.  Additionally, Plaintiffs believe that concurrent 

damages discovery could be useful for the parties to fully understand the facts 

and developments in the case and would be informative if and when any 

settlement discussions take place.  Finally, because, among other things, the 

issue of whether the agreements permit Defendant’s use of Merck KGaA, 

Darmstadt, Germany and whether Plaintiffs have acquiesced to such use, 

issues on which the Defendant has indicated it intends to move for summary 

judgment, are likely to be highly fact intensive/dependent and may still not 

resolve all the issues in this case, Plaintiffs disagree that most of the claims 

can be resolved on summary judgment in a way that would moot the need for 

damages discovery.    

(d) The parties agree that documents and communications created on or 

after October 1, 2011 do not need to be logged in a privilege log. 
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(e) Number of Interrogatories by each party to each other party (references 

to “party” here and in the paragraphs that follow is a reference to each 

side, such that Plaintiffs shall be treated as one party for these purposes):  

25 

(f) Number of Fact Depositions to be taken by each party:  10 

(g) Number of Requests for Admission by each party to each other party: 75, 

not counting requests for authentication 

(h) Plaintiffs’ motion regarding choice of law (if the parties are unable to 

reach agreement on choice of law) due on or before October 12, 2016. 

(i) Further briefing on choice of law TBD. 

(j) Plaintiffs’ expert report(s) due on August 28, 2017 or within 30 days after 

the decision on the choice of law motion, whichever is later.  

(k) Defendant’s expert report(s) due on October 30, 2017 or within 60 days 

after the deadline for Plaintiffs’ expert report, whichever is later. 

(l) Motions to Amend or to Add Parties to be filed by December 14, 2016. 

(m) Dispositive motions to be served within 75 days of completion of expert 

discovery.   

(n) Factual discovery to be completed by July 31, 2017. 

(o) Expert discovery to be completed by December 18, 2017 or 60 days after 

the deadline for Defendant’s expert report, whichever is later. 

(p) As noted above, Defendants also propose a period for fact and expert 

discovery on damages, if necessary, to be scheduled after the Court’s decision 

on the parties’ dispositive motions. 

(q) Set forth any special discovery mechanism or procedure requested, 

including data preservation orders or protective orders: 

The parties are in the process of finalizing a protective order.  The parties 

intend to agree to procedures with respect to electronically stored information. 

(r) A pretrial conference may take place on TBD. 

(s) Trial by jury or non-jury Trial? Jury 

(t) Trial date:  TBD. 
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7. Do you anticipate any discovery problem(s)? Yes  

The parties disagree as to the scope of discovery but will address and resolve their 

respective concerns on a case-by-case basis in response to particular requests.  

8. Do you anticipate any special discovery needs (i.e., videotape/telephone 

depositions, problems with out-of state witnesses or documents, etc.)? Yes   

The majority of Defendant’s witnesses reside in Germany.  Defendant therefore 

anticipates that such depositions would need to occur overseas.  The parties have not 

yet come to agreement on location of any witness deposition.  Some of these 

depositions may require the use of translators for those witnesses who do not speak 

fluent English.   

The parties anticipate that some or all depositions will be videotaped to the extent 

possible. 

Defendant represents that Defendant’s documents also reside primarily in Germany 

and are therefore subject to German data protection laws, which, among other things, 

may require redaction of non-relevant personal information.  As such, Defendant 

anticipates that production of such documents may take additional time.   In addition, 

Defendant states that many of Defendant’s documents will be in German, which may 

require translation.  

The parties are continuing discussions to address Defendant’s stated need to 

potentially redact documents.  For instance, Plaintiffs may request that Defendant 

obtain consent from employees and certain third parties as well as disclose the 

identity of all individuals from whom consent was requested and from whom consent 

was obtained.  Defendant is agreeable to obtaining consents from witnesses who will 

also serve as custodians, and both parties will exchange custodian lists in advance of 

document discovery.  Defendant will redact the personal data of other individuals as 

in Defendant’s opinion it would be impractical and inappropriate to obtain consents 

from hundreds or thousands of individuals whose names might appear in some 

documents but who are otherwise irrelevant to this litigation.  Plaintiffs may also 

request other measures to ensure Defendant’s compliance with discovery obligations 

in the United States and expressly reserves its rights to object to any improper 

redactions.   Nonetheless, the parties will attempt to reach agreement as to the 

parameters for obtaining and disclosing such consents and any other procedures 

necessary to ensure compliance with discovery obligations. 

9. State whether this case is appropriate for voluntary arbitration (pursuant to L. 

Civ. R. 201.1 or otherwise), mediation (pursuant to L. Civ. R. 301.1 or 

otherwise), appointment of a special master or other special procedure.  If not, 

explain why and state whether any such procedure may be appropriate at a later 

time (i.e., after exchange of pretrial disclosures, after completion of depositions, 

after disposition of dispositive motions, etc.). 
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This case is not appropriate for voluntary arbitration, mediation or other special 

procedure at this time.  The parties are engaging in settlement talks and have agreed 

to an independent procedure to govern the settlement discussions, which discussions 

are confidential pursuant to the parties Confidential Disclosure Agreement dated as of 

May 1, 2013.   

Arbitration or mediation may be appropriate at a later time, but it is premature at this 

point to determine the exact time. 

10. Is this case appropriate for bifurcation? No  

11. We do not consent to the trial being conducted by a Magistrate Judge. 

 

Respectfully submitted, 

 

s/John E. Flaherty  

John E. Flaherty 

Ravin R. Patel 

McCARTER & ENGLISH, LLP 

Four Gateway Center 

100 Mulberry Street 

Newark, New Jersey 07102 

(973)622-4444 

 

Raymond A. Kurz  

Anna Kurian Shaw  

Nadia Aksentijevich  

HOGAN LOVELLS US LLP 

555 Thirteenth St. NW 

Washington, D.C. 20003 

(202) 637-5600 

 

Birte Hoehne-Mahyera  

HOGAN LOVELLS US LLP 

4085 Campbell Avenue 

Suite 100 

Menlo Park, CA 94025 

(650)463-4000 

 

Attorneys for Plaintiffs, 

Merck & Co., Inc. and  

Merck Sharp & Dohme Corp. 
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s/ Stephen M. Orlofsky  

BLANK ROME LLP 

A Pennsylvania LLP 

STEPHEN M. ORLOFSKY 

DAVID C. KISTLER 

New Jersey Resident Partners 

301 Carnegie Center, 3
rd

 Floor 

Princeton, NJ 08540 

Telephone: (609) 750-770 

Facsimile: (609) 750-7701 

Orlofsky@BlankRome.com 

Kistler@BlankRome.com 

 

DEBEVOISE & PLIMPTON LLP 

David H. Bernstein  

Jyotin Hamid  

Zheng Wang  

919 Third Avenue 

New York, NY 10022 

Telephone: (212) 909-6696 

Facsimile: (212) 521-7696 

Jhamid@Debevoise.com 

DHBernstein@Debevoise.com 

ZWang@Debevoise.com 

 

Attorneys for Defendant Merck KGaA 
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