
IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELAWARE 

 
IDENIX PHARMACEUTICALS LLC, 
UNIVERSITA DEGLI STUDI DI 
CAGLIARI, CENTRE NATIONAL DE LA 
RECHERCHE SCIENTIFIQUE and 
L'UNIVERSITE MONTPELLIER, 
 
                                        Plaintiffs, 
 

v. 
 
GILEAD SCIENCES, INC. and GILEAD 
PHARMASSET LLC, 
 
                                        Defendants.  

 
 
 

C.A. No. 13-1987-LPS 

 
IDENIX PHARMACEUTICALS LLC, 
UNIVERSITA DEGLI STUDI DI 
CAGLIARI, CENTRE NATIONAL DE LA 
RECHERCHE SCIENTIFIQUE and 
L'UNIVERSITE MONTPELLIER, 
 
                                        Plaintiffs, 
 

v. 
 
GILEAD PHARMASSET LLC, 
 
                                        Defendant. 

 
 
 
 

C.A. No. 14-109-LPS 

 
IDENIX PHARMACEUTICALS LLC 
UNIVERSITA DEGLI STUDI DI 
CAGLIARI,  
 
                                        Plaintiffs, 
 

v. 
 
GILEAD SCIENCES, INC. 
 
                                        Defendant. 

 
 

C.A. No. 14-846-LPS 

 
GILEAD’S LETTER BRIEF  

REGARDING STATEMENTS ABOUT INFRINGEMENT AT TRIAL 
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Dated:  November 30, 2016 FISH & RICHARDSON P.C. 
 

By: /s/ Martina Tyreus Hufnal  
Douglas E. McCann (#3852) 
Martina Tyreus Hufnal (#4771) 
Elizabeth M. Flanagan (#5891) 
Santosh V. Coutinho (#5470) 
Joseph B. Warden (#5401) 
222 Delaware Avenue, 17th Floor 
Wilmington, DE 19899 
(302) 652-5070 
dmccann@fr.com; hufnal@fr.com; 
eflanagan@fr.com; coutinho@fr.com; 
warden@fr.com  
 
W. Chad Shear (#5711) 
Jonathan E. Singer 
FISH & RICHARDSON P.C. 
12390 El Camino Real 
San Diego, CA 92130 
(858) 678-5070 
shear@fr.com; singer@fr.com  
 
John M. Farrell 
FISH & RICHARDSON P.C. 
500 Arguello Street, Suite 500 
Redwood City, CA 94063 
Telephone:  (650) 839-5070 
jfarrell@fr.com 
 
Tasha M. Francis 
FISH & RICHARDSON P.C. 
3200 RBC Plaza 
60 South Sixth Street 
Minneapolis, MN 55402 
Telephone:  (612) 335-5070 
tfrancis@fr.com 
 
Corrin N. Drakulich 
FISH & RICHARDSON P.C. 
1180 Peachtree St., N.E., 21st Floor 
Atlanta, GA 30309 
Telephone:  (404) 892-5005 
drakulich@fr.com 

ATTORNEYS FOR DEFENDANTS
GILEAD SCIENCES, INC. AND GILEAD PHARMASSET 
LLC
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Fish & Richardson P.C. 
222 Delaware Avenue 
17th Floor 
P.O. Box 1114 
Wilmington, DE 19899-1114 

302 652 5070 main 
302 652 0607 fax 
 

Martina Tyreus 
Hufnal 
Principal 
hufnal@fr.com 
302 778 8471  direct 

BY E-FILING 

 

November 30, 2016 

The Honorable Leonard P. Stark 
U.S. District Court for the District 
  of Delaware 
844 North King Street, Unit 28 
Wilmington, DE 19801 

Re: Idenix Pharmaceuticals, Inc., et al. v. Gilead Sciences, Inc., et al. 
 C.A. Nos. 13-1987-LPS-CJB; 14-109-LPS-CJB and 14-846-LPS-CJB 
 
Dear Chief Judge Stark: 
 

 
 Following the Court’s direction at the pretrial conference, Gilead submits this proposal 
regarding what the jury can and should be told regarding infringement.  Gilead believes that the 
issue should be handled by (a) giving the jury a short preliminary instruction that “infringement of 
the ’597 patent is not an issue you are deciding in this case”; (b) reading the parties’ statement of 
uncontested facts to the jury as part of the preliminary instructions (D.I. 452, Ex. 1), which includes 
a neutral statement of what the parties have agreed to; (c) preventing counsel from commenting on 
or eliciting testimony relating to infringement during trial; and (d) reiterating the same instruction 
regarding the issues that the jury is deciding (or not deciding) as part of the final instructions.1  
Idenix has rejected Gilead’s proposal.  We explain each point further below. 

                                                            

1 Gilead also wishes to preserve for appeal its objection to presenting the issue of willful 
infringement to the jury at all.  Willfulness has no relevance other than its potential impact on 
whether the Court awards enhanced damages and/or attorney fees under 35 U.S.C. §§ 284 and 285, 
and both of those statutes confine decisions on those issues to “the court,” showing that resolution of 
any subsidiary issues relevant to those issues is also for the Court only.  Multiple Federal Circuit 
judges have questioned whether there is any right to jury trial on willfulness, especially given the 
statutory text.  See Halo Elecs., Inc. v. Pulse Elecs., Inc., 769 F.3d 1371, 1386 (Fed. Cir. 2014) 
(O’Malley, J., concurring).  Although Gilead acknowledges that, under existing Federal Circuit law, 
willfulness is a jury issue, WBIP, LLC v. Kohler Co., 829 F.3d 1317, 1341 n. 13 (Fed. Cir. 2016), 
Gilead reserves the right to challenge that law on appeal, should it become necessary.  The 
significant risk of prejudice and spillover effects also demonstrate why it is inappropriate to present 
willfulness to the jury here, and Idenix’s current proposal would only heighten that prejudice if 
adopted. 
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 The first two parts of Gilead’s proposal ensure that the jury receives an accurate 
representation about what the parties have actually agreed to.  Gilead does not “concede the issue of 
infringement,” as Idenix suggests, D.I. 452 at 21, and instead maintains its respectful disagreement 
with both the Court’s claim construction and the Court’s ruling precluding Gilead from presenting 
evidence of its good faith belief in its claim construction to negate a finding of indirect infringement.  
Each of those rulings is subject to appeal, where Gilead could again contest infringement.  
Therefore, the only accurate statement at this point is to tell the jury that (1) they are not deciding 
infringement and (2) the parties’ uncontested facts include the statement that “use of SOVALDI® 
and HARVONI® in accordance with their respective labels results in use of the methods defined by 
the asserted claims of the ’597 patent under this Court’s claim construction.”  (D.I. 452, Ex. 1 at ¶ 7.)  
The jury need not be told anything else to properly decide the issues that are before them.  Nor 
should the jury receive further explanation:  elaboration about the details of the Court’s prior orders 
could only serve to confuse them and be highly prejudicial to Gilead, as it would put Gilead in the 
position of having to acknowledge its disagreement with a Court order in front of the jury.   

 After giving those preliminary instructions, the Court should prevent further comment or 
testimony relating to infringement at trial.  Idenix is wrong to suggest that it needs to elicit testimony 
or make argument on the issue to prove willfulness.  Having considered the Court’s comments at the 
pretrial conference, Gilead intends to limit its defense to willfulness at trial to presenting its good 
faith belief in invalidity.  Gilead has always believed that Idenix’s asserted patents are invalid, and 
that belief has aligned (and does align) precisely with the invalidity theories it will present at trial.  
Indeed, Idenix filed this suit as a declaratory judgment action, before Gilead had launched its 
accused products.  All of the alleged infringement occurred post-suit, after Gilead had already 
retained counsel to defend itself and develop its invalidity positions.  By contrast, Gilead does not 
intend to present any evidence or argument on its belief in non-infringement.  Although Gilead 
continues to hold that belief, attempting to present it as a defense to willfulness for the jury would 
raise thorny issues about, for example, how much the jury could be told regarding the claim 
construction process, which could unnecessarily complicate and sidetrack the case.     

So the issue for the jury on willfulness will be whether Gilead believes in its invalidity 
positions in good faith.  That issue has no connection to whether Gilead’s actions constitute 
“infringement” under 35 U.S.C. § 271.  Gilead can (and does) hold a good faith belief that the patent 
is invalid, regardless of whether it “infringes” under § 271 and regardless of what it thinks of 
“infringement” under § 271.  And that good faith belief alone is enough to negate a charge of 
willfulness.  See, e.g., WesternGeco L.L.C. v. ION Geophysical Corp., 837 F.3d 1358, 1362 (Fed. 
Cir. 2016) (“Halo did not disturb the substantive standard for the second prong of Seagate, 
subjective willfulness.”); In re Seagate Tech., LLC, 497 F.3d 1360, 1371 (Fed. Cir. 2007) (en banc) 
(explaining that subjective willfulness involves whether the defendant believed its actions 
“constituted infringement of a valid patent”).  As a result, any comments Idenix might make about 
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“infringement” or whether the ’597 patent covers use of Gilead’s products could only serve to 
inflame or confuse the jury about the real issue it needs to decide.  No witness should be asked about 
infringement, and no comments should be made about it in front of the jury by the lawyers at any 
time. 

 Finally, the Court’s closing instructions could include the same statement from the 
preliminary instructions telling the jury that “infringement of the ’597 patent is not an issue you are 
deciding in this case.”  That would again accurately state the situation, while ensuring that the jury 
was not confused about whether it had to assess infringement.  This statement would also avoid any 
prejudice to Gilead that a more pejorative description—e.g., that Gilead “infringes” or that 
infringement had been resolved against Gilead—might create. 

 

Respectfully,  

/s/ Martina Tyreus Hufnal 

Martina Tyreus Hufnal (#4771) 
 

MTT:pfc 

cc: All Counsel of Record – via e-filing 
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