
Fish & Richardson P.C. 
222 Delaware Avenue 
17th Floor 
P.O. Box 1114 
Wilmington, DE 19899-1114 

302 652 5070 main 
302 652 0607 fax 

November 7, 2016 

The Honorable Leonard P. Stark 
United States District Court for District of Delaware 
844 N. King Street 
Wilmington, DE 19801-3555 

Re: Idenix Pharms. Inc. v. Gilead Sciences, Inc., C.A. Nos. 13-1987, 14-109, 14-846 

Dear Chief Judge Stark: 

In its continued effort to avoid engaging on the merits, Idenix yet again asks this Court to strike 
Gilead’s evidence of how Merck’s prior work invalidates Idenix’s patents.  There is simply no 
basis to strike Gilead’s expert reports.  Gilead’s expert reports were: (1) served on the date 
ordered by the Court; (2) are directly responsive to recent discovery served by Idenix; and (3) 
cite to evidence that has always been in Idenix’s custody.   There is no prejudice to Idenix.   

On August 1, 2014, May 20, 2015, and September 4, 2015, Gilead served interrogatories seeking 
information on Idenix’s alleged invention story behind the patents-in-suit.  (Ex. 1 at Interr. 2; Ex. 
2 at Interr. 9; Ex. 3 at Interr. 22.)  Despite the fact that these interrogatories were served years 
ago, Idenix supplemented them on September 30, 2016 to, for the first time, include an alleged 
conception and diligence story in an attempt to swear behind the work performed by Merck. (Ex. 
4 at 24-27, Ex. A.) The expert reports served by Gilead on the Court-ordered date respond to this 
newly-concocted diligence theory.   The reports do not contain any new invalidity theories. The 
reports explain how Idenix’s patent are still invalid under the same 102 and 103 theories Gilead 
previously raised.  They simply lay out how Idenix’s new diligence evidence is insufficient to 
save its patents from Merck’s prior conception and reduction to practice.  As much as Idenix 
may not like the evidence, there is no sound basis to exclude it.  Doing so would not only 
prejudice Gilead but would thwart the very public interest this Court cited when denying Idenix’s 
first motion to strike these defenses. 

Gilead Timely Sought Discovery of Merck and Promptly Set Out Its Defenses After 
Obtaining that Discovery 

As a reminder, Gilead sought fact discovery of Merck last year, during the fact discovery phase 
of this case.  Gilead served both document and deposition subpoenas on Merck.  Rather than 
comply with Gilead’s subpoenas, Merck unilaterally limited the documents it produced to only 
those related to 2’ methyl, 2’ fluoro compounds, a much narrower subset of compounds the 
Idenix claims contemplate. Idenix and Merck then fought the deposition subpoena, first in the 
Southern District of New York, and then, having lost there, appealing the District Court’s order 
compelling them to produce a witness to the United States Court of Appeals for the Second 
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Circuit.  Merck and Idenix ultimately dropped the futile/frivolous appeal to the Second Circuit.  
Thus, it was not until April of this year, in the middle of expert discovery, that Merck provided a 
witness (who was prepared by both Idenix’s and Merck’s litigation counsel)1.  That deposition 
finally allowed Gilead some deposition discovery to develop its invalidity defense.  Gilead 
promptly added its 102 and 103 defenses to the remaining expert reports then allowed under the 
schedule.  Notably, Idenix did not, in any expert report, respond to those defenses. Instead, 
Idenix chose to remain silent and moved this Court to strike Gilead’s defenses – a motion this 
Court explicitly denied.  (C.A. 13-1987, D.I. 379.) 

The Court Denied Idenix’s Motion, Instead Reopening Fact and Expert Discovery 
Allowing Idenix to Seek Third Party Discovery It Said it Needed—Discovery Idenix Then 
Never Actually Sought 

Finding that the public interest “is a particularly important consideration under the circumstances 
here[,]” (C.A. 13-1987, D.I. 380, 7-26-16 Hearing Tr. at 135), the Court denied Idenix’s motion.  
Instead, the Court granted Idenix “an adequate opportunity” to “cure the prejudice and the mild 
surprise to Idenix” in order to allow a jury to “evaluate what is an important challenge to the 
validity of Idenix[‘s] patents.”  (Id.)  In response to the Court’s rulings, the parties submitted 
competing proposals for a discovery schedule. (C.A. 13-1987, D.I. 382.)  Idenix sought a one-
sided schedule that essentially prevented Gilead from participating in any meaningful way 
including by denying Gilead the opportunity to serve additional expert reports. While Gilead did 
not request an opportunity to affirmatively seek fact discovery, Gilead did request the 
opportunity to have its experts respond to any discovery developed by Idenix.  (Id. at 9.)  The 
Court agreed with Gilead concluding that Gilead could serve expert reports responding to 
“whatever emerges in forthcoming discovery”, regardless of whether Idenix served its own 
reports.  (C.A. 13-1987, D.I. 383 Oral Order.)   

What unfolded was yet another strategic decision by Idenix.  Despite representing to the Court 
that it needed “third party discovery and [to] take depositions” and that it would be “really 
interested in knowing what [Merck employees] thought when they conducted” the 1998 BVDV 
testing (C.A. 13-1987, D.I. 380, 7-26-16 Hearing Tr. at 8-9), Idenix did no such thing.  Having 
likely learned from Merck (its parent) and the relevant third parties (former Merck employees) 
that the putative discovery was unhelpful, Idenix took no third party discovery, noticed no new 
depositions, and produced no new Merck documents.  Idenix served no expert reports to address 
Gilead’s Merck-based defenses even though the schedule it asked for explicitly allowed for such 
reports.     

While Idenix did not seek discovery from Merck or any other, it did serve substantial amounts of 
new discovery.  On the very last day of the fact discovery period, Idenix: (1) served updated 
initial disclosures, adding one new fact witness entirely and substantively changing the 

1 Since the beginning, Merck and Idenix have mounted a coordinated effort to force Gilead to 
pay for an invention neither created.  The same in-house team at Merck has been responsible for 
managing and coordinating both cases.  
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description of another; (2) produced 955 pages of new Idenix documents, including new lab 
notebooks in French and Italian; and (3) served a nearly 20-page supplemental interrogatory 
response.  All of this discovery is and was responsive to discovery Gilead served years ago.  
Despite this, Idenix did not serve it until September 30, 2016.  Nevertheless, Gilead diligently 
responded to all of this new material two weeks later, per the Court ordered schedule, serving 
two expert reports (one from a virologist and one from a chemist), that together totaled 54 pages. 
Idenix has subsequently filed a summary judgment motion attaching two declarations from fact 
witnesses, Dr. Gosselin and Dr. Standring, totaling over 200 pages, excluding exhibits.  These 
declarations contain documents never before cited, including in the recent interrogatory 
response. 

Gilead’s Authorized/Permitted Expert Reports Respond to Idenix’s Discovery 

Gilead’s expert reports are directly responsive to the discovery served by Idenix.  Idenix’s 
interrogatory response was two-fold.  First, Idenix set forth, for the first time in any discovery 
response or expert report,2 its positions on the Merck defenses.  Idenix stated in the interrogatory 
that: (1) “Gilead has not carried its burden of proving that the 1998 BVDV test is either a 
complete conception or reduction to practice of the claimed inventions”; (2) “Dr. Secrist fails to 
provide any analysis of a motivation to combine”; and (3) “Merck abandoned, suppressed or 
concealed” its work because Merck “took no steps to make available to the public any alleged 
invention” and Merck “pursued no active follow-up or testing on the compound.” (Ex. 4 at 25.) 
Second, Idenix argued that it, nevertheless, “diligently reduced to practice their invention by the 
filing of their May 23, 2001” application and provided charts purportedly setting out Idenix’s 
diligence. (Ex. 4 at 26.) 

Gilead’s expert reports responded in kind.  Gilead’s experts explained: (1) why Merck conceived 
and/or reduced to practice the claimed invention in 1998; (2) why there was a motivation to 
modify Merck’s work to render the Idenix claims obvious; and (3) why Merck did not abandon, 
suppress or conceal its work.  Next, Gilead’s experts critiqued Idenix’s diligence evidence and 
concluded, at a minimum, if Idenix’s evidence is sufficient to establish diligence by Idenix, 
Gilead’s evidence of Merck’s work is equally sufficient to establish Merck’s diligence and/or 
lack of abandonment.   

Gilead did not raise “entirely new theories” in its reports, as Idenix claims.  (C.A. 14-846, D.I. 
417 at 4.)  In addition to being responsive to Idenix’s interrogatory response, these theories have 
been part of this case for nearly six months now, some since the beginning.  Idenix has always 
contended (see, e.g., Ex. 5 at 118:13-118:19) and, in 
deposition, its expert testified that 

  (Ex. 6 at 81:14-18; 81:21-25.)  Moreover, Gilead’s expert explained 
that 

Ex. 7, April 29, 2016 Reply Expert Report of John A. Secrist III, Ph.D. at ¶ 185-

2 Idenix made attorney arguments in its opposition summary judgment brief filed in June of this 
year after expert discovery closed. 
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187.)  Therefore, Gilead’s position that it would be obvious to test a BVDV compound hit in an 
HCV specific assay cannot be a surprise.  Whether or not Merck’s previous 1998 BVDV testing 
is: (a) a conception and reduction to practice; or (b) a conception followed by a reduction to 
practice, also cannot be a surprise.  Merck’s 1998 work was the basis for all of Dr. Secrist’s 102 
and 103 opinions since April.  It was then Idenix that put diligence into this case. Gilead’s 
response in the most recent report is simply that if Idenix’s actions constitute diligence, so do 
Merck’s actions nearly two years earlier.  As to Idenix’s claim that the idea that 2’ Me down 
nucleosides are within the scope of the claims is “new”, that was at least disclosed in Dr. 
Secrist’s April Reply report. (Ex. 7, April 29, 2016 Reply Expert Report of John A. Secrist III 
Ph.D. at ¶ 34 

)  Gilead’s identification of
 Finally, 

Gilead has disclosed Merck’s 1960s work in its reports as early as February of this year. (See, 
e.g., Ex. 8, February 2, 2016 Opening Report of John A. Secrist III, Ph.D. at ¶ 471 (citing to
Merck’s 1960s work on 2’ Methyl hydroxyl); Ex. 7, April 29, 2016 Reply Report of John A. 
Secrist III, Ph.D. at ¶ 184 (“This compound was first made at Merck in 1966, and was known to 
be a 2’ methyl adenosine nucleoside.”).)    

Thus, consistent with the Court’s Order, Gilead responded to the discovery that emerged on these 
Merck defenses for which Gilead bears the burden.3  Preventing Gilead from having an 
opportunity to respond would be contrary to the original schedule in this case, would be contrary 
to the supplemental schedule set in August, and would go beyond curing any prejudice Idenix 
allegedly suffered by simultaneously rewarding Idenix for withholding its own evidence 
responsive to Gilead’s original discovery, collaborating with Merck to conceal its evidence, and 
then denying Gilead the ability to use any evidence relating to this defense.  Idenix and Merck 
were already largely successful in thwarting Gilead’s discovery into Merck’s work.  This Court 
has already concluded that the public interest is best served by having this jury “assess whether 
the Idenix patents are invalid in light of the Merck prior art.” (C.A. 13-1987, D.I. 380, 7-26-16 
Hearing Tr. at 135.)  Four months ago, the Court granted Idenix time to cure the purported 
prejudice and “mild surprise” resulting from Gilead’s raising of the Merck defenses during 
expert discovery. (Id.)  However, the Court also allowed Gilead to respond to Idenix and any 
new discovery.  That is all that Gilead has done here.   

Idenix Cannot Be Prejudiced; It Has Had All Of This Information For The Entire 
Litigation 

Importantly, Idenix cannot claim prejudice, because it has always been in possession of all of 
this information.  Idenix is wholly owned by Merck.  Idenix outside counsel participated in the 
preparation of the Merck witnesses (and vice versa).  Idenix litigation counsel attended the entire 
Merck California litigation against Gilead.  Merck in-house counsel attended the Idenix 
depositions in this case.  And most importantly, Idenix and Merck always have had access to all 
of the documents and all of the information regarding Merck’s early work. None of the 

3 In the expert discovery phase of this case, Gilead was allowed reply reports, responding to 
Idenix’s expert reports on issues for which Gilead bore the burden. 
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information contained in any of Gilead’s expert reports regarding Merck can be a surprise to 
either Merck or Idenix.  Moreover, Idenix and Merck have now known about Gilead’s defense 
for over six months.  That Idenix chose to do nothing and hope that this Court would strike 
Gilead’s defenses is not a legitimate basis for claiming prejudice.   

Nor should Idenix’s allegation of financial prejudice be a factor.  As an initial matter, Idenix 
should have produced all of these documents to Gilead as responsive to original document 
requests and interrogatories.  (See, e.g., C.A. 13-1987, D.I. 391-1 at Requests 13, 17, 22-29, 31-
33, 38-39; D.I. 391-2 at Interr. 2; D.I. 391-3 at Interr. 22.)  Regardless, Idenix seeks nearly $3 
billion from Gilead.  That Idenix was forced to spend money in an attempt to defend the validity 
of its patents, when Idenix brought this litigation in the first place, should not sway the Court.  
Of course, that Idenix had to spend this money has nothing to do with when Gilead raised these 
Merck defenses.  The money would presumably have been spent a year ago if Merck and Idenix 
had not cooperated to thwart Gilead’s discovery then and this were occurring then instead.  In 
reality, this is just another attempt by Idenix to persuade the Court to reconsider its decision that 
a jury should assess the validity of Idenix’s patents knowing about the prior work by Merck. 

Gilead respectfully requests that this Court deny Idenix’s request. 

Respectfully Submitted, 

/s/ Martina Tyreus Hufnal 

Martina Tyreus Hufnal (#4771) 

Attachments 
cc: All Counsel of Record – by electronic mail 
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