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I. INTRODUCTION 

Idenix’s problem is that it seeks to limit the claims to a subgenus of effective nucleosides, 

yet its patents provide no antiviral data or other blaze marks that distinguish between nucleosides 

that work and those that do not.  Idenix cannot have it both ways:  if the claims are limited in that 

manner, then the patent must direct the skilled artisan to that narrowed set.  Idenix’s main 

response is to try to use its expert to backfill what the patent lacks, but precedent prohibits that 

approach.  Idenix’s few citations to the patent itself are both legally insufficient and telling:  the 

only supposedly exemplary compounds and data it relies on were not in the original May 2000 

application and were added only in May 2001, when Idenix was still just beginning to start 

testing compounds without yet knowing what was effective.  Idenix’s patents present nothing 

more than a research plan that left the real work—identifying an effective nucleoside like 2’-F 

down—to others.  The claims, under any construction, are thus invalid as a matter of law.  

II. ARGUMENT

A. The Claims Are Invalid Under Idenix’s Construction Because the
Specification Does Not Identify the Subgenus that Idenix Says is Claimed. 

1. There Are No Blaze Marks to the Bounds of the Claimed Subgenus.

Idenix fails to identify any blaze marks in the patent—be they experiments, antiviral data, 

formulas, figures, preferred embodiments, or other text—that direct the skilled artisan to the 

subgenus it says are claimed.  The absence of any antiviral data, (D.I. 389-1, Ex. 5 at 165:16-18), 

is particularly important because Idenix seeks to restrict the scope of its claims to only effective 

nucleosides.  Antiviral data showing which nucleosides work and which do not is the sort of 

blaze mark a skilled artisan needs,  

(D.I. 388 at 5.)  Idenix’s patents not only lack such data, they 

lack any statement separating “effective” from “ineffective” nucleosides. 
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Idenix avoids the issue by framing its brief (at 5) around six broad characteristics that 

encompass billions of compounds, including many Idenix admits are not effective.  For example, 

Idenix’s third proposed characteristic is that the compounds have “‘ribo’ structure, meaning they 

have non-hydrogen substituents at the 2’ and 3’ down positions.”  But Idenix’s construction is far 

narrower,  

 

  If that 

construction is adopted, Idenix’s patent must direct the skilled artisan to those compounds. 

Yet Idenix does not identify anything that meets the proper legal standard for blaze marks 

to this narrower subgenus.  The specification fails to define the words “effective amount,” much 

less define it in a way that narrows the billions of disclosed nucleosides.   

 

.  Instead, Idenix’s 

identified formulas—II, V, X, XI, and XVII—include billions of compounds where many of the 

potential groups at 2’-down are those that Idenix’s expert admits do not “mimic” –OH.  (D.I. 

393-1 at 16:49-17:31, 18:65-19:44, 21:26-22:64, 28:65-32:51; D.I. 389-1, Ex. 1 at 167:13-20.)  

The “preferred subembodiment[s]” are not helpful either—they include several groups at 2’-

down 

)  Neither the Formulas 

nor the preferred subembodiments distinguish between 2’-down groups  

  To the contrary, all listed 

groups are identified as embodiments or preferred embodiments, even those Idenix now says are 
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not effective.  Worst of all, the patents provide no blaze marks to any nucleoside that is outside 

the 18 Formulas (like 2’-F down nucleosides) but within the scope of the claims.        

Idenix’s brief (at 5) illustrates the problem.  It focuses on Formula XI, yet the “preferred 

subembodiments” for that Formula do not narrow the listed options at 2’-down in any way, while 

the “even more preferred subembodiments,” all are limited to a 2’-down substituent (hydrogen) 

that is outside the claims under any party’s construction  

  (D.I. 393-1 at 22:14-45; D.I. 248 at 10-12; Hufnal Decl., Ex. 8 at 146:20-147:6, 

172:2-9.)   

Lacking any blaze marks, Idenix argues (at 5-6) that the patent discloses “representative 

examples” of nucleosides within the claimed subgenus, but this is legally insufficient.  The 

patent must describe the subgenus’s boundaries so a skilled artisan can “distinguish” it “from 

other materials” and “visualize” all its members.  Ariad Pharms., Inc. v. Eli Lilly and Co., 598 

F.3d 1336, 1350 (Fed. Cir. 2010) (en banc).  It is not enough that a few members are listed 

without broadening language which describes the (allegedly) claimed class.  Id. at 1352 

(“[C]onsider the case where the specification discusses only compound A and contains no 

broadening language of any kind.  This might very well enable one skilled in the art to make 

and use compounds B and C; yet the class consisting of A, B and C has not been described.”).   

Idenix’s citations never describe the boundaries of the subgenus.   

—II, V, X, XI, and XVII—include both effective and ineffective compounds, 

), yet the patent never distinguishes between them, listing them 

as equally “preferred” options.  Idenix’s reliance (at 6) on Examples 4-7 and Figure 1 is also 

misplaced.  The patent identifies the compounds there as “various non-limiting examples of 

nucleosides of the present invention” that include a few compounds with –OH at 2’-down and 
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other compounds that are outside the claims (because they have a hydrogen at 2’-up).  (D.I. 393-

1 at 15:17-20.)  That is again legally inadequate:  it does not distinguish compounds within the 

subgenus from those outside it, nor does it disclose the boundaries of the subgenus.  The patent 

never indicates what other compounds should be grouped with these examples nor suggests that 

the subgenus can include members (like 2’-F down) that are never mentioned in the patent.   

Idenix is legally barred from using its expert to supply the blaze marks that the 

specification lacks.  We agree with Idenix that the patent must be read through a skilled artisan’s 

eyes, but the patent itself must still “actually or inherently” include the required description.  

PowerOasis, Inc. v. T-Mobile USA, Inc., 522 F.3d 1299, 1306 (Fed. Cir. 2008).  “A ‘mere wish 

or plan’ for obtaining the claimed invention does not satisfy the written description requirement.”  

Novozymes A/S v. DuPont Nutrition Biosciences APS, 723 F.3d 1336, 1344 (Fed. Cir. 2013).  

The Federal Circuit has thus repeatedly rejected as a matter of law expert testimony that seeks to 

add what the patent is missing.  See, e.g., PowerOasis, 522 F.3d at 1310; Novozymes, 723 F.3d at 

1349-50 (Fed. Cir. 2013); Carnegie Mellon Univ. v. Hoffmann-La Roche, 541 F.3d 1115, 1126-

27 (Fed. Cir. 2008); Lockwood v. Am. Airlines, 107 F.3d 1565, 1572 (Fed. Cir. 1997).   

Idenix’s expert testimony is of the same, legally irrelevant type that was insufficient to 

avoid summary judgment in the cases cited above.  Idenix’s contention (at 8) that a skilled 

artisan would know “active compounds would fit lock and key with the HCV polymerase” is its 

own concoction.  The patents themselves contradict it:  the specification says that the nucleosides 

“of this invention may inhibit HCV polymerase activity,” not that they must, (id. at 13:39-41), 

and adds that compounds may work by “other pathways” besides interacting with HCV 

polymerase.  (Id. at 156:59-61.)  What’s more, the patents identify as “preferred” or “even more 

preferred” many compounds .  (D.I. 392 at 3-
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4.)  His testimony thus does not preclude summary judgment.  See, e.g., Boston Scientific Corp. 

v. Johnson & Johnson, 647 F.3d 1353, 1366 (Fed. Cir. 2011) (“[W]hen the four corners of the

specification directly contradict information that the patentee alleges is ‘well-known’ to a person 

of skill at the effective filing date, no reasonable jury could conclude that the patentee possessed 

the invention.”).   

2. The Federal Circuit Has Routinely Invalidated Claims as a Matter of
Law Where, as Here, the Patent Lacks the Required Blaze Marks.

Because Idenix’s patents lack any blaze marks that direct the skilled artisan to the 

claimed subgenus, Boston Scientific and Novozymes compel a judgment of invalidity as a matter 

of law.  (D.I. 388 at 2-4.)  Idenix’s only attempt to distinguish these cases is to note that the 

patents there disclosed no specific compounds within the scope of the claimed subgenus, while, 

here, Figure 1 and Examples 4-7 mention a few compounds (Idenix identifies only 4) that fall 

within the claimed subgenus.  Neither Boston Scientific nor Novozymes said that the lack of 

examples was dispositive; it was one factor among several.  The other factors in those cases—

e.g., lack of any supporting activity data, a broad set of disclosed compounds, and a nascent

field—are equally present here, and Idenix does not argue otherwise.  Moreover, Idenix’s 

subgenus claims have an additional problem beyond those in prior cases:  they’ve been construed 

to include compounds (like 2’-F down) outside even the broad genus in the specification.‡   

None of Idenix’s cases supports its position.  For example, Snitzer v. Etzel, 465 F.2d 899 

(C.C.P.A. 1972), held that there was adequate written description for claims to a laser activated 

by ytterbium ions where “the specification must be viewed as emphasizing the fourteen named 

ions,” one of which was ytterbium.  Id. at 903.  That is no surprise:  the patent claimed one of the 

‡ Figure 1 and Examples 4-7 are not in Idenix’s May 2000 application, and Idenix’s 
Formulas were substantially revised between the May 2000 and May 2001 applications.  So even 
if Idenix’s proposed distinction were accepted, the cases limit Idenix to a May 2001 priority date. 
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exact listed examples—no more, no less.  Here, by contrast, Idenix claims an amorphous 

subgenus of “effective” compounds, which its patent never distinguishes from billions of other 

disclosed compounds and which includes an unspecified number of undisclosed compounds.  

Idenix’s other cited cases (e.g., Union Oil and Evonik) are irrelevant, because they did not deal 

with subgenus claims for which the law requires blaze marks. 

Idenix also cites no precedent for its suggestion (at 9-10) that Gilead must present expert 

testimony to establish the absence of blaze marks.  As an initial matter, Gilead has presented 

such testimony.   

 

  Gilead also relies on 

undisputed expert testimony that the patents here suffer similar deficiencies to those in Boston 

Scientific and Novozymes, namely that the patented formulas include “billions of nucleoside 

analogs,” (D.I. 389-1, Ex. 3 at ¶ 82), 

, making the patents’ lack of 

direction all the more inexcusable.  The patents’ other failings—e.g., that they never differentiate 

between effective and ineffective nucleosides and list many ineffective compounds as 

“preferred” or “even more preferred”—are apparent from the face of the specification.  There is 

nothing else for Gilead’s expert to say given the utter absence of blaze marks in the patents.   

3. Idenix’s Construction Makes the Patents’ Failure to Identify the
Effective Nucleosides Relevant to Written Description.

Having admitted that most embodiments in its patents are inoperative, Idenix erroneously 

tries (at 10-13) to dismiss the issue as one of enablement, not written description.  But Idenix’s 

proposed construction has made it relevant to written description.  Idenix has taken the 

unprecedented position that the term “effective amount” limits its claims to a subgenus of 
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nucleosides that inhibit HCV polymerase.  As a result, the patents must provide blaze marks to 

this subgenus sufficient to distinguish the claimed “trees” from the rest of the “forest.”  See, e.g., 

Fujikawa v. Wattanasin, 93 F.3d 1559, 1570-71 (Fed. Cir. 1996).  That means the patents must 

have antiviral data or other blaze marks that distinguish between compounds that are effective 

against HCV (and thus within the allegedly claimed subgenus) and those that are not (and thus 

outside the subgenus).  It is true that inoperative nucleosides may also be relevant to enablement, 

but that does not make them any less relevant to written description given Idenix’s construction.  

None of Idenix’s cases holds otherwise because none dealt with a subgenus like the one here, for 

which Idenix (though not the patent) defines by the efficacy of the compounds involved. 

Idenix’s decision to try to limit its claims to effective nucleosides is also what has made 

the lack of antiviral data fatal to written description.  Without that data, the patents leave the 

skilled artisan with only formulas, “preferred” embodiments, and “even more preferred” 

embodiments that group together compounds  are ineffective with those he 

says are effective.  Although Idenix now argues (at 12) in hindsight that a skilled artisan could 

look at these lists and rule out compounds he “would know would not be expected to treat 

HCV,” it never explains why Idenix’s specification directs the skilled person toward “preferred” 

compounds that it knew would not work, or why its original compound claims unambiguously 

covered so many admittedly inoperative compounds.  The answer is simple:  Idenix’s inventors 

didn’t know themselves which compounds would be effective.  Their patent is an invitation to 

conduct research with no blaze marks to the subgenus that Idenix has concocted in hindsight.  

It is no answer for Idenix to speculate (at 12-13) that a skilled artisan would have guessed 

that Idenix had antiviral data that was not in the specification.  “It is the disclosures of the 

applications that count,” not extrinsic evidence.  Lockwood, 107 F.3d at 1571.   
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4. Idenix’s Comments about 2’-Methyl Up Compounds Generally Are
Irrelevant Because That is Not the Claimed Subgenus.

Before closing, we must correct one other mistake that permeates Idenix’s brief.  Idenix 

tries (at 6, 8, 11-12) to take credit for pointing skilled artisans to the subset of 2’-methyl up 

nucleosides active against HCV, but its patents do nothing of the sort.  The patents confine 

themselves to 18 Formulas that, though broad, exclude some possibilities (like 2’-F down).  The 

patents have no language (not even boilerplate) that suggests any compound outside those 

Formulas is effective against HCV.  And, as shown above, the patents never suggest that only a 

subset of the disclosed compounds is “effective,” and actually include as “preferred” compounds 

that Idenix now says are ineffective.  So Idenix’s patents do not narrow the “forest of potential 

HCV treatments” to the “trees … of 2’-methyl nucleosides.”  The patents disclose a forest of 

billions of nucleosides within the 18 formulas, yet Idenix claims a subgenus of thousands of 

unidentified trees within those formulas plus other trees (like 2’-F down) that are in a different 

forest because they are outside the Formulas.  It is ironic that Idenix cites Pharmasset documents 

to tout these patents, as those documents (which are irrelevant to the subgenus issue here) relate 

to Pharmasset solving the very problem that Idenix’s patent left unaddressed.   

B. The Claims Are Invalid under Gilead’s Construction 

Gilead’s prior briefing establishes the claims are also invalid under Gilead’s claim 

construction, particularly given the patents’ lack of antiviral data.  (D.I. 299 at 12-19; D.I. 351 at 

2-10; D.I. 388 at 6-7.)  Idenix’s brief does not address these arguments (or the relevant part of 

Boston Scientific), and Idenix’s experts do not even opine that the claims have adequate written 

description under Gilead’s construction.  Summary judgment is thus appropriate. 

III. CONCLUSION

For the reasons above, the Court should grant Gilead’s motion.
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