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November 18, 2015 
 
The Honorable Leonard P. Stark 
United States District Court for District of Delaware 
844 N. King Street 
Wilmington, DE 19801-3555 
 
Re: Idenix Pharmaceuticals Inc., et al. v. Gilead Sciences, Inc. et al., 

C. A. No. 13-1987-LPS; C.A. No. 14-109-LPS; C.A. No. 14-846-LPS 
 
Dear Chief Judge Stark, 
 
Defendants Gilead Sciences, Inc., and Gilead Pharmasset LLC (“Gilead”) respectfully request that 
the Court deny Plaintiffs’ letter application (D.I. 221)1 to compel production of the inadvertently 
produced privileged document labeled GILEAD004008224. The document contains solely attorney-
client privileged information, the privilege was never waived by Gilead, and no exception to 
attorney-client privilege applies.  Plaintiffs’ request should be denied. 
 

1. The Document at Issue is Privileged 
GILEAD004008224 is an email between an executive of Pharmasset (Gilead’s predecessor) and Ms. 
Josephine Young (Pharmasset’s outside legal counsel) requesting legal services and advice regarding 
the prosecution of Pharmasset’s patents. The document on its face is an attorney-client privileged 
communication. Privilege applies when: “(1) there is a communication, (2) made between privileged 
persons, (3) in confidence, (4) for the purpose of obtaining or providing legal assistance for the 
client.” Magnetar Techs. Corp. v. Six Flags Theme Park Inc., 886 F. Supp. 2d 466, 477–78 (D. Del. 2012); 
see also In re Teleglobe, 493 F.3d 345, 359 (3d Cir. 1997). There is no dispute that the communication 
was made in confidence, between a Pharmasset employee and its outside counsel seeking legal 
advice. The document is privileged.  
 
Plaintiffs’ novel theory that the communication is not privileged because “it was passed along to a 
lawyer in the form of instructions,” “contains no explicit or implicit request for legal advice,” and 
“does not give the attorney any opportunity to respond or disagree” (D.I. 221 at 2) lacks any legal 
authority. Rather, the Federal Circuit has held that “requests for legal advice on patentability or for 
legal services in preparing a patent application,” such as merely passing along an invention disclosure 
record to an attorney, constitute privileged communications, and that “it is not necessary to 
expressly request confidential legal assistance when that request is implied.” In re Spalding 
Sports Worldwide, Inc., 203 F.3d 800, 805-806 (Fed. Cir. 2000) (emphasis added). Specifically, 
communications regarding the scope of patent protection, like the communication at issue here, fall 
within the attorney-client privilege. Ami-Rec-Pro, Inc. v. Illinois Tool Works, Inc., No. 97 C 5409, 1998 
WL 70607, at *2 (N.D. Ill. Feb. 11, 1998) (holding that “[a]dvice is no less legal because it occurs in 
the context of dialogue on how best to draft technical claim language to serve the client’s interests”). 
 

 
 

                                                 
1 References are to the docket in C. A. No. 13-1987-LPS.  
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 (D.I. 221 at 2-3.) Communications among non-attorneys are privileged where the 
dominant purpose is to secure legal advice. See F.T.C. v. Boehringer Ingelheim Pharmaceuticals, Inc., 286 
F.R.D. 101, 111 (D.D.C 2012) (“communications among employees of a client are still afforded the 
protection of the privilege, so long as the communications concern legal advice sought or received 
that was intended to be confidential.”); RCA Corp. v. Data General Corp., 1986 WL 15693, at *4 (D. 
Del. 1986).   

 is also privileged.  
  
Plaintiffs’ reliance on Hercules, Inc. v Exxon Corp, 434 F.Supp.136 (D. Del. 1977) is misplaced. 
Hercules, which cites and relies upon Jack Winter, Inc. v. Koratron Co., 54 F.R.D. 44 (N.D.Cal.1971), 
enunciates a theory of privilege with respect to patent prosecution that was long ago cast into doubt. 
In re Spaulding, 302 F.3d at 806, fn. 3 (referencing the Jack Winter line of cases and stating that “the 
better rule is the one articulated in this case.”); see also Probert v. The Clorox Co., 258 F.R.D. 491, 487, 
498 (D. Utah 2009) aff'd sub nom. Probert v. Clorox Co., 404 F. App'x 486 (Fed. Cir. 2010) (“in In re 
Spalding Sports Worldwide… the Federal Circuit … rejected the Jack Winter line of cases.”) But even if 
Hercules remains good law, Hercules concerned pure “technical information such as the results of 
research, tests, and experiments communicated to the attorney.” Hercules, 434 F.Supp. at 148. Unlike 
Hercules, Pharmasset was not relaying technical information, but was requesting legal advice and 
services by relaying its goals regarding the scope of its patent protection. Thus, Hercules is, at best, 
inapposite. The email on its face is privileged.  
 

2. There was no Waiver of Privilege 
There was no waiver of the attorney-client privilege.  

 

 

Rule of Evidence 502(b) provides that the disclosure of attorney-client privileged communications 
does not operate as a waiver if “(1) the disclosure was inadvertent; (2) the holder of the privilege or 
protection took reasonable steps to prevent disclosure; and (3) the holder promptly took reasonable 
steps to rectify the error….” Fed. R. Evid. 502(b). Because Gilead satisfied each of these elements, 
Gilead did not waive privilege.  See, e.g., Allergan Inc. v. Barr Labs. Inc., 2010 WL 3328270, at *1 (D. 
Del. Aug. 18, 2010) (finding no waiver of attorney-client privilege because, inter alia, “[t]he amount 
of inadvertently-produced privileged materials is minuscule in comparison with the size of Allergan’s 
overall production.”) 
 

3. The Crime-Fraud Exception to Privilege Does Not Apply 
Simply put, neither Gilead nor its predecessor Pharmasset committed any crime or fraud, nor have 
Plaintiffs shown that they have. The crime-fraud exception requires that Plaintiffs “make a prima 
facie showing that (1) the client was committing or intending to commit a fraud or crime, and (2) the 
attorney-client communications were in furtherance of that alleged crime or fraud.” In re Chevron 
Corp., 633 F.3d 153, 166 (3d Cir. 2011) (internal citations omitted). Plaintiffs have shown neither.  
Plaintiffs have not and cannot show: (1) that any fraud was, in fact, committed; and (2) that 
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Pharmasset had any intent to perpetrate a fraud. The court applies a “reasonable basis” standard to 
assess the sufficiency of the required prima facie showing, generalized allegations of fraud are not 
sufficient, rather the proponent of the exception must provide the “requisite factual basis” for the 
crime-fraud exception to apply. In re ML-Lee Acquisition Fund II, L.P. & ML-Lee Acqueistion Fund (Ret. 
Accounts) II, L.P. Sec. Litig., 848 F. Supp. 527, 566 (D. Del. 1994); See also Manetar Tech. Corp. v. Six 
Flags Theme Park, Inc., 886 F.Supp.2d 466, 487 (D. Del. 2012) (noting that to “demonstrate a prima 
facie case of fraud” sufficient to sustain the crime-fraud exception’s application, “generalized 
allegations… will not suffice”). That factual basis must include the relevant intent evidence. See, e.g., 
Finley Assocs., Inc. v. Sea & Pines Consol. Corp., 714 F. Supp. 110, 118 (D. Del. 1989) (noting that the 
party requesting the crime-fraud exception’s application must “present[] a reasonable basis for 
believing that the [client’s] objective was fraudulent”) (emphasis added). Plaintiffs fail wholly to 
meet their burden.   
 
As a threshold matter, Plaintiffs never identify the elements of the fraud or crime they allege.  Apart 
from that legal failure, the holes in Plaintiffs’ story are many and often.  GILEAD004008224 

  At the time of this email, October 3, 2001, there were at least 
five published  (See, e.g., WO1999066936A1; WO2000003998A1; 
WO2000009531A2; US6194391; and US20010009906A1.) Neither GILEAD004008224 nor any of 
the other documents cited by Plaintiffs, reasonably lead to the conclusion that  

. GILEAD004008224  
  

 
. Plaintiffs next cite to a Pharmasset application and 

. Even 
playing along with Plaintiffs, however, this fails to provide a prima facie case of a fraud.

 
Plaintiffs 

fundamentally fail to identify where, if anywhere, a fraud materialized. Moreover, Plaintiffs admit 
 

  
 

 Plaintiffs have not made a prima facie 
showing that Pharmasset committed or intended to commit a fraud.  
 
Additionally, Plaintiffs can make no showing of an intent by Pharmasset to commit a fraud.  

 

 

 
Plaintiffs weave a story of Pharmasset’s alleged “crime-fraud” out of layers upon layers of pure 
speculation. This is insufficient to make the prima facie showing necessary to invoke the crime-fraud 
exception and pierce the “sacred” attorney-client privilege that is “worthy of maximum legal 
protection.” Haines v. Liggett Grp. Inc., 975 F.2d 81, 90 (3d Cir. 1992), as amended (Sept. 17, 1992) 
(internal citations omitted).  



 
 

 
 

 

4

 
Respectfully Submitted,  
 
/s/ Martina Tyreus Hufnal’ 
 
Martina Tyreus Hufnal (#4771) 
Attorney for Defendants  
 
Attachments 
 
cc: Counsel of Record – via electronic service 
 




